Chapter 600 Parts, Form, and Content of Application

601 Content of Provisional and
Nonprovisional Applications

601.01 Complete Application

601.01(a) Nonprovisional Applications
Filed Under 35 U.S.C. 111(a)

601.01(b) Provisional Applications Filed
Under 35 U.S.C. 111(b)

601.01(c) Conversion to or from a
Provisiona Application

601.01(d) Application Filed Without All
Pages of Specification

601.01(e) Nonprovisional Application Filed
Without at Least One Claim

601.01(f) Applications Filed Without
Drawings

601.01(g) Applications Filed Without All
Figures of Drawings

601.02 Power of Attorney

601.03 Correspondence Address

601.03(a) Change of Correspondence
AddressinApplicationsFiled On
or After September 16, 2012

601.03(b) Change of Correspondence
Addressin Applications Filed
Before September 16, 2012

601.04 National Stage Requirements of the

United States as a Designated Office
601.05 Bibliographic Information -
Application Data Sheet (ADS)

601.05(a) Application Data Sheet (ADS) --
Application Filed On or After
September 16, 2012

601.05(b) Application Data Sheet (ADS) in

Application Filed Before
September 16, 2012
602 Oaths and Declar ations
602.01 Naming the Inventor; Inventor's Oath
or Declaration
Inventor’s Oath or Declarationin
Application Filed On or After
September 16, 2012
Inventor’s Oath or Declarationin
Application Filed Before
September 16, 2012
Correction of Inventorship, Name
of Inventor, and Order of Names
in an Application
Correction of Inventorshipin
an Application — Request
Filed On or After September
16, 2012

602.01(a)

602.01(b)

602.01(c)

60201(0)(2)
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6020102 Correcting or Updating
Inventor Name 37 CFR
1.48(f) —Request Filed On or
After September 16, 2012
60201(0)3) [Reserved]
602.02 New Oath or Substitute for Original
602.03 Office Finds the Inventor’s Oath or
Declaration Defective
602.04 Foreign Executed Oath
602.05 Oath or Declaration in Continuing
Applications
602.05(a) Oath or Declarationin Continuing
Applications Filed On or After
September 16, 2012
602.05(b) Oath or Declarationin Continuing
Applications Filed Before
September 16, 2012
602.06 Non-English Oath or Declaration
602.07 Oath or Declaration Filed in United
States as a Designated Office
602.08 Inventor and A pplication Information
602.08(a) Inventor Bibliographic
Information
602.08(b) Inventor Signature and Name
602.08(c) I dentification of Application
602.09 Joint Inventors

603 Supplemental Oath or Declaration

603.01 Supplemental Oath or Declaration
Filed After Allowance

604 Substitute Statements

605 Applicant

605.01 Applicant for Application filed on or
after September 16, 2012

605.02 Applicant for Application Filed
Before September 16, 2012

606 Title of Invention

606.01 Examiner May Require Changein
Title

607 Filing Fee

607.01 [Reserved]

607.02 Returnability of Fees

608 Disclosure

608.01 Specification

608.01(a) Arrangement of Application

608.01(b) Abstract of the Disclosure

608.01(c) Background of the Invention

608.01(d) Brief Summary of Invention

608.01(e) [Reserved]

608.01(f) Brief Description of Drawings

608.01(q) Detailed Description of Invention

608.01(h) Mode of Operation of Invention
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608.01(i)
608.01(j)
608.01(k)
608.01()

608.01(m)
608.01(n)
608.01(0)

608.01(p)
608.01(q)

608.01(r)

608.01(s)
608.01(t)
608.01(u)
608.01(v)

608.01(w)

608.02
608.02(a)

608.02(b)
608.02(C)
608.02(d)
608.02(€)

608.02(f)
608.02(q)
608.02(h)
608.02(i)

608.02(j)
-608.02(0)
608.02(p)
608.02(q)
-608.02(9)
608.02(t)
608.02(u)
608.02(v)

608.02(w)

608.02(x)
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Claims
Numbering of Claims
Statutory Requirement of Claims
Claims Present onthe Application
Filing Date
Form of Claims
Dependent Claims
Basisfor Claim Terminology in
Description
Completeness of Specification
Substitute or Rewritten
Specification
Derogatory RemarksAbout Prior
Art in Specification
Restoration of Canceled Matter
Use in Subsequent Application
[Reserved]
Marks Used in Commerce and
Trade Names
Copyright and Mask Work
Notices

Drawing
New Drawing — When
Replacement is Required Before
Examination
Acceptability of Drawings
Location of Drawings
Completelllustrationin Drawings
Examiner Determines
Completeness and Consistency
of Drawings
Modificationsin Drawings
[llustration of Prior Art
Replacement Drawings
Transfer of Drawings From Prior
Applications
[Reserved]

Correction of Drawings
[Reserved]

Cancelation of Figures
[Reserved]

Drawing ChangesWhich Require
Annotated Sheets

Drawing ChangesWhich May Be
Made Without Applicant’s
Annotated Sheets

Drawing Corrections or Changes
Accepted Unless Notified
Otherwise
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608.02(y)
608.02(2)

608.03
608.03(a)

608.04
608.04(a)

608.04(b)
608.04(C)

608.05

608.05(a)

608.05(h)

608.05(C)

609
609.01

609.02

609.03
609.04
609.04(a)
609.04(b)
609.05
609.05(a)

609.05(h)

Return of Drawing
Allowable Applications Needing
Drawing Correctionsor Corrected
Drawings
Models, Exhibits, Specimens
Handling of Models, Exhibits,
and Specimens
New Matter
Matter Not Present in
Specification, Claims, or
Drawings on the Application
Filing Date
New Matter by Preliminary
Amendment
Review of Examiner’s Holding
of New Matter
“Seguence Listing,” “Large Tables,”
or “Computer Program Listing
Appendix” Submitted in ASCII Plain
Text or a“ Sequence Listing XML”
Submitted as XML File Text
Submission of a“Computer
Program Listing Appendix”
ASCII Plain Text Submissions of
“Large Tables’ and Treatment of
Lengthy Tablesin a Specification
for Patentsand Patent Application
Publications
Submissions of Biological
Sequence Listings

I nformation Disclosure Statement

Examiner Checklist for Information
Disclosure Statements
Information Disclosure Statementsin
Continued Examinations or
Continuing Applications
Information Disclosure Statementsin
National Stage Applications
Content and Timing Requirementsfor
an Information Disclosure Statement
Content Requirements for an
Information Disclosure Statement
Timing Requirements for an
Information Disclosure Statement
Examiner Handling of Information
Disclosure Statements
Noncomplying Information
Disclosure Statements
Complying Information
Disclosure Statements



PARTS, FORM, AND CONTENT OF APPLICATION §601

609.05(c) Documents Submitted as Part of
Applicant’s Reply to Office
Action
609.06 Information Printed on Patent
609.07 IDSs Electronically Submitted
(e-IDS) Using EFS-Web
609.08 Electronic Processing of Information

Disclosure Statement

601 Content of Provisional and
Nonprovisional Applications [R-07.2022]

35U.S.C. 111 Application.

[Editor Note: Applicable to any patent application filed under
thisprovision on or after December 18, 2013. Seepre-PLT (AIA)
35 U.SC. 111 or pre-AlA 35 U.SC. 111 for the law otherwise
applicable]

(8) IN GENERAL —

(1) WRITTEN APPLICATION.—An application for
patent shall be made, or authorized to be made, by the inventor,
except as otherwise provided in thistitle, in writing to the
Director.

(2) CONTENTS.—Such application shall include—
(A) aspecification as prescribed by section 112;
(B) adrawing as prescribed by section 113; and

(C) an oath or declaration as prescribed by section
115.

(3) FEE, OATH OR DECLARATION, AND
CLAIMS.—The application shall be accompanied by the fee
required by law. The fee, oath or declaration, and 1 or more
claims may be submitted after the filing date of the application,
within such period and under such conditions, including the
payment of a surcharge, as may be prescribed by the Director.
Upon failure to submit the fee, oath or declaration, and 1 or
more claimswithin such prescribed period, the application shall
be regarded as abandoned.

(4) FILING DATE.—Thefiling date of an application
shdll bethe date on which aspecification, with or without claims,
isreceived in the United States Patent and Trademark Office.

(b) PROVISIONAL APPLICATION.—

(1) AUTHORIZATION.—A provisiona application
for patent shall be made or authorized to be made by the
inventor, except as otherwise provided in thistitle, in writing
to the Director. Such application shall include—

(A) aspecification as prescribed by section 112(a);
and

(B) adrawing as prescribed by section 113.

(2) CLAIM.—A claim, asrequired by subsections (b)
through (e) of section 112, shall not berequiredin aprovisional
application.

(3) FEE.—The application shall be accompanied by
thefeerequired by law. The fee may be submitted after thefiling
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date of the application, within such period and under such
conditions, including the payment of a surcharge, as may be
prescribed by the Director. Upon failureto submit the fee within
such prescribed period, the application shall be regarded as
abandoned.

(4) FILING DATE.—Thefiling date of a provisional
application shall be the date on which a specification, with or
without claims, is received in the United States Patent and
Trademark Office.

(5) ABANDONM ENT.—Notwithstanding the absence
of aclaim, upon timely request and as prescribed by the Director,
aprovisional application may be treated as an application filed
under subsection (a). Subject to section 119(e)(3), if no such
request is made, the provisional application shall be regarded
as abandoned 12 months after thefiling date of such application
and shall not be subject to revival after such 12-month period.

(6) OTHER BASIS FOR PROVISIONAL
APPLICATION.—Subject to al the conditionsin thissubsection
and section 119(e) of thistitle, and as prescribed by the Director,
an application for patent filed under subsection (a) may be
treated as a provisional application for patent.

(7) NORIGHT OF PRIORITY OR BENEFIT OF
EARLIEST FILING DATE.—A provisional application shall
not be entitled to the right of priority of any other application
under section 119, 365(a), or 386(a) or to the benefit of an earlier
filing date in the United States under section 120, 121, 365(c),
or 386(c).

(8) APPLICABLE PROVISIONS.—The provisions
of thistitle relating to applications for patent shall apply to
provisiond applicationsfor patent, except as otherwise provided,
and except that provisional applications for patent shall not be
subject to sections 131 and 135.

(c) PRIOR FILED APPLICATION.—Notwithstanding the
provisions of subsection (@), the Director may prescribe the
conditions, including the payment of a surcharge, under which
areference made upon the filing of an application under
subsection (@) to a previoudly filed application, specifying the
previously filed application by application number and the
intellectual property authority or country in which the application
wasfiled, shall congtitute the specification and any drawings of
the subsequent application for purposes of afiling date. A copy
of the specification and any drawings of the previoudly filed
application shall be submitted within such period and under
such conditions as may be prescribed by the Director. A failure
to submit the copy of the specification and any drawings of the
previously filed application within the prescribed period shall
result in the application being regarded as abandoned. Such
application shall betreated as having never been filed, unless—

(1) theapplication isrevived under section 27; and

(2) acopy of the specification and any drawings of the
previously filed application are submitted to the Director.

35U.S.C. 111 (pre-PLT (AIA)) Application.

[ Editor Note: Applicable to any patent application filed on or
after September 16, 2012, and before December 18, 2013. See
35 U.SC. 111 or pre-AlA 35 U.SC. 111 for the law otherwise
applicable]
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Form paragraphs 6.63.01 and 6.63.02 may be used
to notify applicant of corrections needed to comply
with therequirements of 37 CFR 1.52(e) and 37 CFR
1.58(c) et seq. with respect to tables.

1 6.63.01 TableLessThan 51 Pages Submitted Only asText
File

The description portion of this application contains a table
consisting of less than fifty one (51) pages only in ASCII text
format submitted either viathe Office Electronic Filing System
or on read-only optical disc. In accordance with 37 CFR
1.58(c)(1), only atable of at least fifty one (51) pages may be
submitted as an ASCII text file. Accordingly, applicant is
required to cancel the references to the table in text format
appearing in the specification on pages[1] , file apaper version
of the table in compliance with 37 CFR 1.52 or file a PDF
version via EFS-Web, and change all appropriate references to
theformer tablein text format to the newly added paper or PDF
version of the table in the remainder of the specification.

Examiner Note:

1. Thisform paragraph must be used whenever atable on a
read-only optical disc or submitted as a text file via the Patent
Electronic System consisting of less than fifty one (51) pages

as part of the descriptive portion of the specification isfiled on
or after September 8, 2000. See MPEP § 608.05(b).

2. Inbracket 1, insert the range of page numbers of the
specification which reference the table.

1 6.63.02 Table Column/Row Relationship Not M aintained

Thisapplication containsatablein ASCI| text format submitted
either via the Office Electronic Filing System or on read-only
optical disc. “Large Tables’ submitted as an ASCII text filein
compliance with 37 CFR 1.58(d)(1) must maintain the spatial
orientation of the cell entries. The table submitted does not
maintain the datawithin each table cell inits proper row/column
alignment. The datais misaligned in the table as follows: [1] .
Applicant is required to submit a replacement text file via the
Office Electronic Filing System or on read-only optical disc
with the table data properly aligned.

Examiner Note:

1. Thisform paragraph must be used whenever the datain a
table cannot be accurately read because the datain the table
cells do not maintain their row and column alignments.

2. Inbracket 1, insert the area of the table that does not
maintain the row and column alignments.

608.05(c) Submissionsof Biological Sequence
Listings [R-07.2022]

Applications disclosing nucleotide and/or amino
acid sequences, as defined in 37 CFR 1.821(a) for
applications filed before July 1, 2022 or as defined
in 37 CFR 1.831(b) for applicationsfiled on or after
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July 1, 2022, are required to provide the biological
sequence information in a sequence listing.

For applications filed before July 1, 2022, the
sequence listing can be a“ Sequence Listing” (asan
ACSII plain text file in compliance with 37 CFR
1.821-1.824) submission must be submitted via the
USPTO patent electronic filing system or on
read-only optical disc. See MPEP 8§ 2420 et seq.
for detailed information.

For applications filed on or after July 1, 2022, the
sequence listing must bea® Sequence Listing XML”
(as an XML file in compliance with 37 CFR
1.831-1.834) submission can be submitted via the
USPTO patent electronic filing system or on
read-only optical disc. See MPEP 88§ 2412-2419 for
detailed information.

609 Information Disclosure Statement
[R-07.2022]

37 CFR 1.97 Filing of information disclosure statement.

(@) Inorder for an applicant for a patent or for areissue of
apatent to have an information disclosure statement in
compliance with § 1.98 considered by the Office during the
pendency of the application, theinformation disclosure statement
must satisfy one of paragraphs (b), (c), or (d) of this section.

(b) Aninformation disclosure statement shall be considered
by the Officeif filed by the applicant within any one of the
following time periods:

(1) Within three months of thefiling date of a national
application other than acontinued prosecution application under

§1.53(d);

(2) Within three months of the date of entry of the
national stage as set forth in § 1.491 in an international
application;

(3) Beforethe mailing of afirst Office action on the
merits;

(4) Beforethe mailing of afirst Office action after the
filing of arequest for continued examination under § 1.114; or

(5) Within three months of the date of publication of
the international registration under Hague Agreement Article
10(3) in aninternational design application.

(c) Aninformation disclosure statement shall be considered
by the Officeif filed after the period specified in paragraph (b)
of thissection, provided that theinformation disclosure statement
isfiled before the mailing date of any of afinal action under §
1.113, anctice of allowance under § 1.311, or an action that
otherwise closes prosecution in the application, and it is
accompanied by one of:

(1) The statement specified in paragraph (e) of this
section; or
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§609 MANUAL OF PATENT EXAMINING PROCEDURE

(2) Thefeeset forthin 8 1.17(p).

(d) Aninformation disclosure statement shall be considered
by the Office if filed by the applicant after the period specified
in paragraph (c) of this section, provided that the information
disclosure statement isfiled on or before payment of the issue
fee and is accompanied by:

(1) The statement specified in paragraph (e) of this
section; and

(2) Thefeeset forthin § 1.17(p).
(e) A statement under this section must state either:

(1) That each item of information contained in the
information disclosure statement was first cited in any
communication from aforeign patent office in a counterpart
foreign application not more than three months prior to thefiling
of the information disclosure statement; or

(2) That no item of information contained in the
information disclosure statement was cited in acommunication
from aforeign patent officein acounterpart foreign application,
and, to the knowledge of the person signing the certification
after making reasonable inquiry, no item of information
contained in the information disclosure statement was known
to any individual designated in § 1.56(c) more than three months
prior to the filing of the information disclosure statement.

(f) No extensions of timefor filing an information
disclosure statement are permitted under 8 1.136. If abona fide
attempt is made to comply with § 1.98, but part of the required
content is inadvertently omitted, additional time may be given
to enable full compliance.

(9) Aninformation disclosure statement filed in accordance
with this section shall not be construed as a representation that
a search has been made.

(h) Thefiling of an information disclosure statement shall
not be construed to be an admission that the information cited
in the statement is, or is considered to be, material to
patentability as defined in § 1.56(b).

(i) If aninformation disclosure statement does not comply
with either this section or § 1.98, it will be placed in the file but
will not be considered by the Office.

37 CFR 1.98 Content of information disclosure statement.

(&) Any information disclosure statement filed under § 1.97
shall include the items listed in paragraphs (a)(1), (8)(2) and
(a)(3) of this section.

(1) Alistof al patents, publications, applications, or
other information submitted for consideration by the Office.
U.S. patents and U.S. patent application publications must be
listed in a section separately from citations of other documents.
Each page of the list must include:

(i) The application number of the application in
which the information disclosure statement is being submitted;

(ii) A column that provides a space, next to each
document to be considered, for the examiner’sinitias; and

(iii) A heading that clearly indicates that thelistis
an information disclosure statement.

(2) A legible copy of:

Rev. 07.2022, February 2023

(i) Eachforeign patent;

(ii) Each publication or that portion which caused
itto belisted, other than U.S. patentsand U.S. patent application
publications unless required by the Office;

(iii) For each cited pending unpublished U.S.
application, the application specification including the claims,
and any drawing of the application, or that portion of the
application which caused it to be listed including any claims
directed to that portion; and

(iv) All other information or that portion which
caused it to be listed.

(3)(i) A concise explanation of the relevance, asit
ispresently understood by theindividual designatedin § 1.56(c)
most knowledgeabl e about the content of the information, of
each patent, publication, or other information listed that is not
in the English language. The concise explanation may be either
separate from applicant’s specification or incorporated therein.

(ii) A copy of thetrandation if awritten
English-language trand ation of a non-English-language
document, or portion thereof, iswithin the possession, custody,
or control of, or isreadily availableto any individual designated

in81.56(c).

(b)(1) Each U.S. patent listed in an information
disclosure statement must be identified by inventor, patent
number, and issue date.

(2) Each U.S. patent application publication listed in
an information disclosure statement shall be identified by
applicant, patent application publication number, and publication
date.

(3) Each U.S. application listed in an information
disclosure statement must be identified by the inventor,
application number, and filing date.

(4) Each foreign patent or published foreign patent
application listed in an information disclosure statement must
be identified by the country or patent office which issued the
patent or published the application, an appropriate document
number, and the publication date indicated on the patent or
published application.

(5) Eachpublication listed in an information disclosure
statement must be identified by publisher, author (if any), title,
relevant pages of the publication, date, and place of publication.

(c) When the disclosures of two or more patents or
publications listed in an information disclosure statement are
substantively cumulative, a copy of one of the patents or
publications as specified in paragraph (a) of this section may
be submitted without copies of the other patents or publications,
provided that it is stated that these other patents or publications
are cumulative.

(d) A copy of any patent, publication, pending U.S.
application or other information, as specified in paragraph (a)
of this section, listed in an information disclosure statement is
required to be provided, even if the patent, publication, pending
U.S. application or other information was previously submitted
to, or cited by, the Office in an earlier application, unless:

600-212
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(1) Theearlier application is properly identified in the
information disclosure statement and is relied on for an earlier
effective filing date under 35 U.S.C. 120; and

(2) Theinformation disclosure statement submitted in
the earlier application complies with paragraphs (&) through (c)
of this section.

Information Disclosure Statements (IDSs) are not
permitted in provisional applications filed under
35 U.S.C. 111(b). See 37 CFR 1.51(d). Since no
substantive examination is given in provisional
applications, a disclosure of information is
unnecessary. Any such statement filed in a
provisional applicationwill bereturned or destroyed
at the option of the Office.

In nonprovisional applications, applicants and other
individuals substantively involved with the
preparation and/or prosecution of the application
have a duty to submit to the Office information
which is material to patentability as defined in
37 CFR 1.56. The provisions of 37 CFR 1.97 and
37 CFR 1.98 provide a mechanism by which patent
applicants may comply with the duty of disclosure
provided in 37 CFR 1.56 using an IDS. The IDS
may befiled using form PTO/SB/08. Applicants and
other individuals substantively involved with the
preparation and/or prosecution of the patent
application also may want the Office to consider
information for a variety of other reasons; e.g., to
make sure that the examiner has an opportunity to
consider the same information that was considered
by these individuals, or by another patent officein
a counterpart or related patent application filed in
another country.

Third parties (individuals not covered by 37 CFR
1.56(c)) cannot fileinformation disclosure statements
under 37 CFR 1.97 and 37 CFR 1.98. Third parties
may only submit patents and publications in
compliance with 37 CFR 1.290 in applications
published under 35 U.S.C. 122(b). See MPEP §
1134.01. For unpublished, pending applications, any
member of the public, including private persons,
corporate entities, and government agencies, may
fileaprotest under 37 CFR 1.291 prior to themailing
of anotice of allowance under 37 CFR 1.311. See
MPEP_Chapter 1900. Alternatively, third parties
may provide information to the applicant who may
submit the information to the Officein an IDS. See
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37 CFR 1.56(d). The Office will review any
submission in an application filed by a third party
to determine whether the submission is in
compliance with 37 CFR 1.290 or 1.291. Any
third-party submission that does not comply with
the requirements of 37 CFR 1.290 or 37 CFR 1.291
will not be entered into the application file and will
be discarded. Office personnel (including the Patent
Examining Corps) are instructed to: (1) not reply to
or act upon any third-party inquiry or other
submission in an application, except those in
compliance with 37 CFR 1.290 or 37 CFR 1.291;
and (2) declineto accept oral or telephone comments
or submissions about applications from third parties.
See MPEP § 1134.01.

An information disclosure statement filed in
accordance with the provisions of 37 CFR 1.97 and
37 CFR 1.98 will be considered by the examiner
assigned to the application. Individuals associated
in asubstantive way with the filing and prosecution
of a patent application are encouraged to submit
information to the Office so the examiner can
evaluate its relevance to the claimed invention. The
proceduresfor submitting an information disclosure
statement under the rules are designed to encourage
individuals to submit information to the Office
promptly and in a uniform manner. These rules
provide certainty for the public by defining the
requirements for submitting information disclosure
statements to the Office so that the Office will
consider information contained therein before a
patent is granted.

The filing of an information disclosure statement
shall not be construed as a representation that a
search has been made. 37 CFR 1.97(q). Thereisno
requirement that an applicant for a patent make a
patentability search. Further, the filing of an
information disclosure statement shall not be
construed to be an admission that the information
cited in the statement is, or is considered to be,
material to patentability as defined in 37 CFR
1.56(b). 37 CFR 1.97(h). See MPEP_§ 2129
regarding admissions by applicant.

In order to have information considered by the Office
during the pendency of a patent application, an
information disclosure statement must be (1) in
compliance with the content requirements of 37 CFR
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1.98, (2) filed in accordance with the procedural
requirements of 37 CFR 1.97 and (3) signed in
compliance with 37 CFR 1.33(b) (e.g., a separate
signed page which references and accompanies the
IDS). An e-IDS submission in compliance with the
Lega Framework for Patent Electronic System
(MPEP_§ 502.03) would satisfy the signature
requirement. The requirements as to content are
discussed in MPEP § 609.04(a). The requirements
based on the time of filing the statement are
discussed in MPEP § 609.04(b). Examiner handling
of information disclosure statementsis discussed in
MPEP § 609.05. For discussion of IDS filed
electronicaly (e-IDS) via the USPTO patent
electronic filing system, see MPEP § 609.07. For
discussion of electronic processing of IDS, see
MPEP § 609.08.

Once the minimum requirements of 37 CFR 1.97,
37 CFR 1.98, and 37 CFR 1.33(b) are met, the
examiner has an obligation to consider the
information. There is no requirement that the
information must be prior art referencesin order to
be considered by the examiner. Consideration by the
examiner of the information submitted in an IDS
means nothing more than considering the documents
in the same manner as other documents in Office
search files are considered by the examiner while
conducting a search of the prior art in a proper field
of search. The initids of the examiner placed
adjacent to the citations on the PTO/SB/08 or its
equivalent mean that the information has been
considered by the examiner to the extent noted
above. In addition, the following alternative
electronic signature method may be used by
examiners in information disclosure statements to
indicate whether the information has been
considered. Examiners will no longer initial each
reference citation considered, but will continue to
strikethrough each citation not considered. Each
page of reference citations will be stamped by the
examiner with the phrase “All references considered
except where lined through” aong with the
examiner’s electronic initials, and the final page of
reference citations will include the examiner's
electronic signature. Information submitted to the
Office that does not comply with the requirements
of 37 CFR 1.97, 37 CFR 1.98, and 37 CFR 1.33(b)
will not be considered by the Office but will be
placed in the application file.

Rev. 07.2022, February 2023
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Multiple information disclosure statements may be
filed in a single application, and they will be
considered, provided each isin compliance with the
appropriate requirements of 37 CFR 1.97, 37 CFR
1.98 and 37 CFR 1.33(b). Use of form PTO/SB/08,
“Information Disclosure Statement,” is encouraged
asameansto providetherequired list of information
as set forth in 37 CFR 1.98(a)(1). Applicants are
encouraged to use the USPTO form PTO/SB/08
when preparing an information disclosure statement
becausethisform isupdated by the Office. Theform
PTO/SB/08 will enable applicants to comply with
therequirement to list each item of information being
submitted and to provide the Office with a uniform
listing of citations and with aready way to indicate
that the information has been considered. A copy of
form PTO/SB/08 is reproduced at the end of this
section.

609.01 Examiner Checklist for I nformation
Disclosure Statements [R-07.2022]

Examiners must check to see if an information
disclosure statement (IDS) complies with:

(A) All thetime-related requirementsof 37 CFR
1.97, which are based on the time of thefiling of the
IDS. See MPEP § 609.04(b) for more information.

Timewhen IDS isfiled 37 CFR 1.97

Requirements
(1)(a) for national applications None
(not including CPAS), within
three months of filing or before
first Office action on the merits,
whichever islater; (b) for
national stage applications,
within three months of entry into
national stage or before first
Office action on the merits,
whichever islater; (c) for RCEs
and CPAs before the first Office
action on the merits; or (d) for
international design applications,
within three months of the date
of publication of theinternational
registration under Hague
Agreement Article 10(3) or
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Timewhen IDSisfiled 37CFR 1.97
Requirements

before first Office action on the

merits, whichever is later.

(2) After (1) but before fina 1.97(e) statement or

action, notice of allowance, or 1.17(p) fee.

Quayle action
(3) After (2) and before (or with) 1.97(e) statement,

payment of issue fee. and 1.17(p) fee.
(4) After payment of issuefee. IDSwill not be
considered.

(B) All content requirements of 37 CFR 1.98.
See MPEP § 609.04(a) for more information.

(1) Reguirementsfor the IDSisting:

(a) A separate sectionfor citationsof U.S.
patents and U.S. patent application publications,

(b) The application number of the
application in which the IDS is being submitted on
each page of the listing, if known;

(c) A column that provides ablank space
next to each citation for the examiner’sinitialswhen
the examiner considers the cited document; and

(d) A heading on the listing that clearly
indicates that the list is an Information Disclosure
Statement;

(e) Proper identification of all cited
references:

(i) U.S. patents cited by patent
number, issue date and inventor(s);

(ii) U.S. patent application
publications cited by publication number, publication
date and inventor(s);

(iii) Pending U.S. applications cited
by application number, filing date and inventor(s);

(iv) Foreign patent documents cited

by document number, country and publication or
issue date; and

(v) Non-patent literature cited by
publisher, author (if any), title, relevant pages (when
no page numbers are supplied, it is understood that
all of the pages of the publication are the relevant
pages), and date and place of publication.

(2) Therequirement of copiesfor:
(a) Each cited foreign patent document;
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(b) Each cited non-patent literature
publication, or the portion therein which caused it
to belisted;

(c) Each cited U.S. pending application
that is not stored in IFW;

(d) All information cited (e.g., an
affidavit or Office action), other than the
specification, including claims and drawings, of a
pending U.S. application; and

(e) All other cited information or the
portion which caused it to be listed.

(3) For non-English documentsthat are cited,
the following must be provided:

() A concise explanation of the
relevance, asit is presently understood by the
individual designated in 37 CFR 1.56(c) most
knowledgeable about the content of theinformation,
unless a complete tranglation is provided; and/or

(b) A written English languagetrandation
of anon-English language document, or portion
thereof, if it is within the possession, custody or
control of, or isreadily available to any individual
designated in 37 CFR 1.56(c).

After the examiner reviews the IDS for compliance
with 37 CFR 1.97 and 1.98 (see MPEP § 609.05),
the examiner should:

(A) Consider theinformation properly submitted
in an IDS in the same manner that the examiner
considers other documents in Office search files
while conducting asearch of the prior art in aproper
field of search.

(1) For e-IDS, usethee-IDSicon on
examiner’ sworkstation to consider cited U.S. patents
and U.S. patent application publications. See M PEP
§ 609.07 for more information on e-IDS.

(2) Initial the blank column next to the
citation to indicate that the information has been
considered by the examiner, or use the alternative
electronic signature method by inserting on each
page of reference citationsthe phrase “All references
considered except where lined through” along with
the examiner’s electronic initials, and providing the
examiner’s electronic signature on the final page of
reference citations.
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(B) Draw alinethrough the citation to show that
it has not been considered if the citation fails to
comply with al the requirements of 37 CFR 1.97
and 37 CFR 1.98. The examiner should inform
applicant the reasons why a citation was not
considered. If abonafide attempt ismadeto comply
with the content requirements of 37 CFR 1.98, but
part of the required content isinadvertently omitted,
additional time may be given to enable full
compliance pursuant to 37 CFR 1.97(f). See MPEP
§ 609.04(b), subsection V1 and form paragraph 6.51.

(C) Write"not considered” on an information
disclosure statement if none of theinformation listed
complies with the requirements of 37 CFR 1.97 and
37 CFR 1.98. The examiner will inform applicant
the reasonswhy the IDSwas not considered by using
form paragraphs 6.49 through 6.49.10.

(D) Sign and date the bottom of the IDS listing,
or use the alternative electronic signature method
noted in item (A)(2) above.

(E) Ensurethat acopy of the IDSlisting that is
signed and dated by the examiner is entered into the
file and mailed to applicant.

For discussion of electronic processing of IDS, see

MPEP § 609.08.

609.02 Information Disclosure Statements
in Continued Examinations or Continuing
Applications [R-07.2015]

|. CONSIDERATION OF PRIORART CITED IN
A PARENT INTERNATIONAL APPLICATION

When filing a continuing application that claims
benefit under 35 U.S.C. 120 to a parent application
(other than an international application that
designated the U.S.), it will not be necessary for the
applicant to submit an information disclosure
statement in the continuing application that liststhe
prior art cited by the examiner in the parent
application unless the applicant desires the
information to be printed on the patent issuing from
the continuing application (for continued prosecution
applications filed under 37 CFR 1.53(d), see
subsection A.1. below). The examiner of the
continuing application will consider information
which has been considered by the Office in the
parent application.
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When filing a continuing application that claims
benefit under 35 U.S.C. 120 to an international
application that designated the U.S. (see MPEP §
1895), it will be necessary for the applicant to submit
an information disclosure statement complying with
37 CFR 1.97 and 1.98 in the continuing application
listing the documentscited in theinternational search
report and/or the international preliminary
examination report of the international application
if applicant wishesto ensure that the information is
considered by the examiner in the continuing
application.

See MPEP § 609.03 for consideration of documents
cited in the international search report in a PCT
national stage application.

I1. IDSIN CONTINUED EXAMINATIONS OR
CONTINUING APPLICATIONS

A. IDSThat Has Been Considered (1) in the Parent
Application, or (2) Prior to the Filing of a Request for
Continued Examination (RCE)

1. Continued Prosecution Applications (CPAS) Filed
Under 37 CFR 1.53(d)

Information which has been considered by the Office
in the parent application of a continued prosecution
application (CPA) filed under 37 CFR 1.53(d) will
be part of the file before the examiner and need not
be resubmitted in the continuing application to have
the information considered and listed on the patent.

2. Continuation Applications, Divisional Applications,
or Continuation-in-Part Applications Filed Under 37
CFR 1.53(b)

The examiner will consider information which has
been considered by the Officein aparent application
(other than an international application; see
subsection 1., above) when examining: (A) a
continuation application filed under 37 CFR 1.53(b),
(B) a divisiona application filed under 37 CFR
1.53(b), or (C) a continuation-in-part application
filed under 37 CFR 1.53(b). A listing of the
information need not be resubmitted in the
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continuing application unless the applicant desires
the information to be printed on the patent.

If resubmitting alisting of theinformation, applicant
should submit a new listing that complies with the
format requirements in 37 CFR 1.98(a)(1) and the
timing requirements of 37 CFR 1.97. Applicantsare
strongly discouraged from submitting a list that
includes copies of PTO/SB/08 or PTO-892 forms
from other applications. A completed PTO/SB/08
form from another application may already have
initials of an examiner and the application number
of another application. Thisinformation will likely
confuse the record. Furthermore, when the spaces
provided on the form have initials of an examiner,
there are no spaces available next to the documents
listed for the examiner of the subsequent application
to provide his or her initials, and the previously
relevant initials may be erroneously construed as
being applied for the current application.

3. Requestsfor Continued Examination (RCE) Under
37CFR 1.114

Information which has been considered by the Office
in the application before the filing of a RCE will be
part of the file before the examiner and need not be
resubmitted to have the information considered by
the examiner and listed on the patent.

B. IDSThat HasNot Been Considered (1) in the
Parent Application, or (2) Prior to the Filing of a
Request for Continued Examination

1. Continued Prosecution Applications Filed Under
37 CFR 1.53(d)

Information filed in the parent application that
complies with the content requirements of 37 CFR
1.98 will be considered by the examiner inthe CPA.
No specific request from the applicant that the
previously submitted information be considered by
the examiner isrequired.
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2. Continuation Applications, Divisional Applications,
or Continuation-In-Part Applications Filed Under 37
CFR 1.53(b)

For these types of applications, in order to ensure
consideration of information previously submitted,
but not considered, in aparent application, applicant
must resubmit the information in the continuing
application in compliance with 37 CFR 1.97 and 37
CFR 1.98. Pursuant to 37 CFR 1.98(d), if the IDS
submitted in the parent application complies with
37 CFR 1.98(a) to (c), copies of the patents,
publications, pending U.S. applications, or other
information submitted in the parent application need
not be resubmitted in the continuing application.

When resubmitting a listing of the information,
applicant should submit anew listing that complies
with the format requirementsin 37 CFR 1.98(a)(1).
Applicantsare strongly discouraged from submitting
alist that includes copies of PTO/SB/08 or PTO-892
forms from other applications. A PTO/SB/08 form
from another application may already have the
application number of another application. This
information will likely confuse the record.

3. Requestsfor Continued Examination Under 37
CFR 1.114

Information filed in the application in compliance
with the content requirements of 37 CFR 1.98 before
the filing of a RCE will be considered by the
examiner after the filing of the RCE. For example,
an applicant filed an IDSin compliance with 37 CFR
1.98 after the mailing of a final Office action, but
the IDS did not comply with the requirements of 37
CFR 1.97(d)(1) and (d)(2) and therefore, the IDS
was not considered by the examiner. After applicant
filesaRCE, the examiner will consider the IDSfiled
prior to the filing of the RCE. For more details on
RCE, see MPEP § 706.07(h).

609.03 Information Disclosure Statements
in National Stage Applications[R-07.2022]

When examining a PCT nationa stage application,
the examiner will consider all U.S. patents, U.S.
patent application publications, and U.S. pending
applications cited in the international search report
that are stored electronically in the USPTO’s Image
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File Wrapper (IFW) system. The examiner will
consider other documents cited in the international
search report when the Form PCT/DO/EO/903 in
the national stage application indicates that both the
international search report and the copies of the
documents are present in the national stage file. In
such a case, the examiner should consider the
documents from the international search report and
indicate by a statement in the first Office action that
the information has been considered. There is no
reguirement that the examiner list the documentson
aPTO-892 form and there is no requirement for the
applicant to provide a separate listing of the
references. However, the citationswill not be printed
on the face of the patent unless listed on a list that
lends itself to easy capture of the necessary
information by the Office printing contractor. See
MPEP § 609.06.

In anational stage application, the following form
paragraphs may be used where appropriate to notify
applicant regarding references listed in the search
report of the international application:

1 6.53 References Considered in 35 U.S.C. 371 Application
Based Upon Search Report - Prior to Allowance

The references cited in the PCT international search report by
the[1] have been considered, but will not be listed on any patent
resulting from this application because they were not provided
on aseparatelistin compliancewith 37 CFR 1.98(a)(1). In order
to have thereferences printed on such resulting patent, aseparate
listing, preferably on a PTO/SB/08 form, must be filed within
the set period for reply to this Office action.

Examiner Note:

1. Inbracket[1], identify the office (e.g., JPO, EPO, etc.) that
issued the international search report and the date it issued.

2. Thisform paragraph may be used for national stage
applications under 35 U.S.C. 371 where the examiner has
obtained copies of the cited references or where copies of such
references are not required under 37 CFR 1.98. If receipt of
copies of referencesrequired under 37 CFR 1.98 isnot indicated
on the PCT/DO/EO/903 form in the file, burden is on the
applicant to supply such copies for consideration. See MPEP §

1893.03(q).

3. Instead of using this form paragraph, the examiner may
list the references on a PTO-892, thereby notifying the applicant
that the references have been considered and will be printed on
any patent resulting from this application.

4. Thisform paragraph should only be used prior to alowance
when astatutory period for reply isbeing set in the Office action.

5. If the application is being allowed, form paragraph 6.54
should be used with the Notice of Allowability instead of this
form paragraph.
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1 6.54 References Considered in 35 U.S.C. 371 Application
Based Upon Search Report - Ready for Allowance

The references cited in the PCT international search report by
the[1] have been considered, but will not belisted on any patent
resulting from this application because they were not provided
on aseparatelistin compliancewith 37 CFR 1.98(a)(1). In order
to have the references printed on such resulting patent, aseparate
listing, preferably on a PTO/SB/08 form, must be filed within
ONE MONTH of the mailing date of this communication. NO
EXTENSION OF TIME WILL BE GRANTED UNDER
EITHER 37 CFR 1.136(a) OR (b) to comply with this
requirement.

Examiner Note:

1. Inbracket[1], identify the office (e.g., JPO, EPO, etc.) that
issued the international search report and the date it issued.

2. Thisform paragraph may be used for national stage
applications under 35 U.S.C. 371 where the examiner has
obtained copies of the cited references or where copies of such
references are not required under 37 CFR 1.98. If receipt of
copies of referencesrequired under 37 CFR 1.98 isnot indicated
on the PCT/DO/EO/903 form in the file, burden is on the
applicant to supply such copies for consideration. See MPEP §

1893.03(q).

3. Instead of using thisform paragraph, the examiner may
list the references on aPTO-892, thereby notifying the applicant
that the references have been considered and will be printed on
any patent resulting from this application.

9 6.55 References Not Considered in 35 U.S.C. 371
Application Based Upon Search Report

Thelisting of referencesin the PCT international search report
isnot considered to be an information disclosure statement (IDS)
complying with 37 CFR 1.98. 37 CFR 1.98(a)(2) requires a
legible copy of: (1) each foreign patent; (2) each publication or
that portion which caused it to be listed; (3) for each cited
pending U.S. application, the application specification including
claims, and any drawing of the application, or that portion of
the application which caused it to belisted including any claims
directed to that portion, unlessthe cited pending U.S. application
is stored in the Image File Wrapper (IFW) system; and (4) all
other information, or that portion which caused it to be listed.
In addition, each IDS must include a list of al patents,
publications, applications, or other information submitted for
consideration by the Office (see 37 CFR 1.98(a)(1) and (b)),
and MPEP § 609.04(a), subsection |. states, “thelist ... must be
submitted on a separate paper.” Therefore, the references cited
in the international search report have not been considered.
Applicant is advised that the date of submission of any item of
information or any missing element(s) will be the date of
submission for purposes of determining compliance with the
requirements based on the time of filing the IDS, including all
“statement” requirements of 37 CFR 1.97(e). See MPEP §

609.05(a).

Examiner Note:

1. Thisform paragraph may be used in national stage
applications under 35 U.S.C. 371.
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2. Do not usethisform paragraph when the missing references
are U.S. patents, U.S. patent application publications, or U.S.
pending applications that are stored in [FW.

609.04 Content and Timing Requirements
for an Information Disclosur e Statement
[R-07.2022]

609.04(a) Content Requirementsfor an
I nfor mation Disclosur e Statement
[R-07.2022]

An information disclosure statement (IDS) must
comply with the provisions of 37 CFR 1.98 as to
content for the information listed in the IDS to be
considered by the Office. Each information
disclosure statement must comply with the applicable
provisions of subsection I., Il., and I11. below. If a
bona fide attempt is made to comply with the
content requirements of 37 CFR 1.98, but part of the
required content isinadvertently omitted, additional
time may be given to enable full compliance
pursuant to 37 CFR 1.97(f). See MPEP § 609.04(b),
subsection VI and form paragraph 6.51.

. LIST OF ALL PATENTS, PUBLICATIONS, U.S.
APPLICATIONS, OR OTHER INFORMATION

Each information disclosure statement must include
alist of all patents, publications, U.S. applications,
or other information submitted for consideration by
the Office.

37 CFR 1.98(a)(1) requiresthefollowing format for
an IDSlisting: (A) aspecified format/identification
for each page of an IDS, and that U.S. patents and
U.S. patent application publications be listed in a
section separately from citations of other documents;
(B) a column that provides a space next to each
document listed to permit the examiner’s initias;
and (C) aheading that identifiesthe list asan IDS.

37 CFR 1.98(a)(1) specifically requires that U.S.
patents and U.S. patent application publications be
listed separately from the citations of other
documents. The separation of citations will permit
the Officeto obtain the U.S. patent numbersand the
U.S. patent application publication numbers by
optical character recognition (OCR) from the
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scanned documents such that the documents can be
made available electronically to the examiner to
facilitate searching and retrieval of the cited U.S.
patentsand U.S. patent application publicationsfrom
the Office's search databases. Applicants will
comply with this requirement if they use forms
PTO/SB/08, which provide a separate section for
listing U.S. patents and U.S. patent application
publications. Applicantswho do not use theseforms
for submitting an IDS must make sure that the U.S.
patents and U.S. patent application publications are
listed in a separate section from citations of other
documents.

37 CFR 1.98(a)(1) also requires that each page of
thelist must clearly identify the application number
of the application in which the IDS is being
submitted, if known. In the past, the Office has
experienced problems associated with lists that do
not properly identify the application in which the
IDSisbeing submitted (e.g., when applicants submit
alist that includes copies of PTO/SB/08 or PTO-892
formsfrom other applications). Eventhoughthe IDS
cover sheet had the proper application number, each
page of thelist did not include the proper application
number, but instead had the application numbers of
the other applications. If the pages of the list became
separated, the Office could not associate the pages
with the proper application.

In addition, 37 CFR 1.98(a)(1) requires that the list
must include a column that provides a space next to
each document listed in order to permit the examiner
to enter their initials next to the citations of the
documents that have been considered by the
examiner. This provides a notification to the
applicant and a clear record in the application to
indicate which documents have been considered by
the examiner in the application. Applicants are
strongly discouraged from submitting a list that
includes copies of PTO/SB/08 or PTO-892 forms
from other applications. A completed PTO/SB/08
form from another application may already have
initials of an examiner and the application number
of another application. Thisinformation will likely
confuse the record. Furthermore, when the spaces
provided on the form have initials of an examiner,
there are no spaces available next to the documents
listed for the examiner of the subsequent application
to provide their initials, and the previously relevant
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initials may be erroneously construed as being
applied for the current application.

37 CFR 1.98(a)(1) also requires that each page of
the list include a heading that clearly indicates that
the list is an IDS. Since the Office treats an IDS
submitted by the applicant differently than
information submitted by athird party, aheading on
each page of thelist toindicatethat thelistisan IDS
would promote proper treatment of the IDS
submitted by the applicant and reduce handling
errors.

37 _CFR 1.98(b) requires that each item of
information in an IDS be identified properly. U.S.
patents must be identified by the inventor, patent
number, and issue date. U.S. patent application
publications must be identified by the applicant,
patent application publication number, and
publication date. The Office will also accept a
citation in an IDS where a U.S. patent application
publication is identified using the inventor instead
of the applicant. U.S. applications must beidentified
by the inventor, the eight digit application number
(the two digit series code and the six digit serial
number), and the filing date. If a U.S. application
being listed in an IDS has been issued as a patent or
has been published, the applicant should list the
patent or application publication in the IDS instead
of the application. Each foreign patent or published
foreign patent application must be identified by the
country or patent office which issued the patent or
published the application, an appropriate document
number, and the publication date indicated on the
patent or published application. Each publication
must beidentified by publisher, author (if any), title,
relevant pages of the publication, and date and place
of publication. When no page numbersare supplied,
it is understood that all of the pages of the
publication are the relevant pages. The date of
publication supplied must include at | east the month
and year of publication, except that the year of
publication (without the month) will be accepted if
the applicant points out in theinformation disclosure
statement that the year of publication is sufficiently
earlier than the effective U.S. filing date and any
foreign priority date so that the particular month of
publication is not in issue. The place of publication
refersto the name of the journal, magazine, or other
publication in which theinformation being submitted
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was published. See MPEP § 707.05(g), for more
information on data that should be used when citing
publications and el ectronic documents.

Pending U.S. applications that are being cited can
be listed under the non-patent literature section or
in anew section appropriately labeled. If applicant
seeks consideration of documents other than the
specification (including the claims) and drawings of
an application, for example, Office actions, applicant
must list such documents separately under the
non-patent literature section or in a new section
appropriately labeled. The USPTO would be
understood to be the publisher/place of publication
for alisted U.S. Office action or aU.S. application.
Similarly, the foreign or international entity (e.g.,
WIPO, EPO) would be understood to be the
publisher/place of publication for alisted foreign or
international search report.

For publications obtained from the internet, the
uniform resourcelocator (URL) of the webpagethat
isthe source of the publication must be provided for
the place of publication (e.g., "www.uspto.gov").
The publisher may be evident from the URL of the
webpage. See MPEP § 707.05(€) for examples on
listing documents retrieved from the internet,
including social media posts and screen shots from
videos. In particular, see examples 17 and 18.
Further, for an internet publication obtained from a
website that archives webpages, both the URL of
the archived webpage submitted for consideration
and the URL of thewebsite from which the archived
copy of the webpage was obtained should be
provided on the document listing (e.g., "Hand
Tools,™" webpage
<http://www.farmshopstore.com/handtool s.html>,
1 page, August 18, 2009, retrieved from Internet
Archive Wayback Machine
<http://web.archive.org/web/20090818144217/
http://www.farmshopstore.com/handtool s.ntml> on
December 20, 2012). Where the actual publication
date of a non-patent document is not known, the
applicant must, at a minimum, provide a date of
retrieval (e.g., the date a webpage was retrieved) or
atimeframe (e.g., ayear, amonth and year, acertain
period of time ) when the document was available
asapublication.
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The list of information complying with the format
requirements of 37 CFR 1.98(a)(1) and the
identification requirements of 37 CFR 1.98(b) may
not be incorporated into the specification of the
application in which it is being supplied, but must
be submitted in a separate paper. A separate list is
required so that it is easy to confirm that applicant
intends to submit an information disclosure statement
and becauseit provides areadily available checklist
for the examiner to indicate which identified
documents have been considered. A separate list will
also provide a simple means of communication to
applicant to indicate the listed documents that have
been considered and those listed documents that
have not been considered. Use of form PTO/SB/08,
Information Disclosure Statement, to list the
documentsis encouraged.

[I. LEGIBLE COPIES

In addition to the list of information, each
information disclosure statement must also include
alegible copy of:

(A) Eachforeign patent;

(B) Each publication or that portion which
caused it to be listed , other than U.S. patents and
U.S. patent application publications unless required
by the Office;

(C) For each cited pending unpublished U.S.
application, the application specification including
the claims, and any drawings of the application, or
that portion of the application which caused it to be
listed including any claims directed to that portion,
unless the cited pending U.S. application is stored
in the Image File Wrapper (IFW) system. The
requirement in 37 CFR 1.98(a)(2)(iii) for alegible
copy of the specification, including the claims, and
drawings of each cited pending U.S. patent
application (or portion of the application which
caused it to belisted) is sua sponte waived where
the cited pending application is stored in the
USPTO's IFW system. SeeWaiver of the Copy
Requirement in 37 CFR 1.98 for Cited Pending U.S.
Patent Applications, 1287 OG 163 (October 19,
2004); and

(D) All other information or that portion which
caused it to be listed.
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There is no requirement for a copy of each U.S.
patent or U.S. patent application publication listed
in an IDS unless required by the Office. 37 CFR

1.98(a)(2).

37 CFR 1.98(a)(2)(iii) requires a copy of apending
U.S. application that is being cited in an IDSif (A)
the cited information is not part of the specification,
including the claims, and the drawings (e.g., an
OfficeAction, remarksin an amendment paper, etc.),
or (B) the cited application is not stored in the
USPTO’'s IFW system. The requirement in 37 CFR
1.98(a)(2)(iii) for alegible copy of the specification,
including the claims, and drawings of each cited
pending U.S. patent application (or portion of the
application which caused it to be listed) is sua
sponte waived where the cited pending application
is stored in the USPTO's IFW system. This waiver
islimited to the specification, including the claims,
and drawings in the U.S. application (or portion of
the application). If material other than the
specification, including the claims, and drawingsin
thefile of aU.S. patent application isbeing cited in
an IDS, the IDS must contain alegible copy of such
material.

A pending U.S. application only identified in the
specification’s background information rather than
being cited separately on an IDS listing is not part
of an IDS submission. Therefore, the requirements
of 37 CFR 1.98(a)(2)(iii) of supplying a copy of the
pending application is not applicable. Pursuant to
37 CFR 1.98(a)(2)(iii), applicant may chooseto cite
only a portion of a pending application including
any claims directed to that portion rather than the
entire application. There are exceptions to this
requirement that a copy of the information must be
provided. First, 37 CFR 1.98(d) states that a copy
of any patent, publication, pending U.S. application,
or other information listed in an information
disclosure statement is not required to be provided
if: (A) the information was previoudly cited by or
submitted to, the Office in a prior application,
provided that the prior application is properly
identified in the IDS and is relied on for an earlier
filing date under 35 U.S.C. 120; and (B) the IDS
submitted in the earlier application complies with
37 CFR 1.98(a)-(c). If both of these conditions are
met, the examiner will consider the information
previoudy cited or submitted to the Office and
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considered by the Officein aprior application relied
on under 35 U.S.C. 120. This exception to the
requirement for copies of information does not apply
to information which was cited in an international
application under the Patent Cooperation Treaty. |f
the information cited or submitted in the prior
application was not in English, aconcise explanation
of the relevance of the information to the new
application is not required unless the relevance of
the information differs from its relevance as
explained in the prior application. See subsection
[11. below.

Second, 37 CFR 1.98(c) states that when the
disclosures of two or more patents or publications
listed in an information disclosure statement are
substantively cumulative, a copy of one of the
patents or publications may be submitted without
copies of the other patents or publications provided
that a statement is made that these other patents or
publications are cumul ative. The examiner will then
consider only the patent or publication of which a
copy is submitted and will so indicate on the list,
form PTO/SB/08, submitted, e.g., by crossing out
the listing of the cumulative information. But see
Semiconductor Energy Laboratory Co. v. Samsung
Electronics Co., 204 F.3d 1368, 1374, 54 USPQ2d
1001, 1005 (Fed. Cir. 2000) (Reference was not
cumulative since it contained a more complete
combination of the claimed elements than any other
reference before the examiner. “A withheld reference
may be highly material when it discloses a more
complete combination of relevant features, even if
those features are before the patent examiner in other
references.” (citations omitted).).

37 CFR 1.98(a)(3)(ii) statesthat if awritten English
language trandation of a non-English language
document, or portion thereof, is within the
possession, custody or control of, or is readily
available to any individual designated in 37 CFR
1.56(c), a copy of the trandation shall accompany
the statement. Trandations are not required to be
filed unless they have been reduced to writing and
are actually trandlations of what is contained in the
non-English language information. If no trandation
is submitted, the examiner will consider the
information in view of the concise explanation and
insofar asit isunderstood onitsface, e.g., drawings,
chemical formulas, English language abstracts, in
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the same manner that non-English language
information in Office search files is considered by
examiners in conducting searches.

Electronic means or medium for filing IDSs are not
permitted except for: (A) IDSs electronically
submitted using the USPTO patent electronic filing
system (see MPEP § 609.07); or (B) copies of large
tables, computer program listings, and sequence
listings submitted as a PDF file and a “ Sequence
Listing XML” submitted as an XML file on a
read-only optical disc in compliance with 37 CFR
1.52(e)(2) and (3) which are cited in apaper IDS. A
read-only optical disc cannot be used to submit an
IDS listing or copies of the documents cited in the
IDS (except for large tables, a computer program
listing, a sequence listing, and a “ Sequence Listing
XML", discussed above). For example, published
information, such as the visual output of a software
program or a video, may be submitted only if
reduced to writing, such as in the form of screen
shots and/or atranscript.

I11. CONCISE EXPLANATION OF RELEVANCE
FOR NON-ENGLISH LANGUAGE INFORMATION

Each information disclosure statement must further
include a concise explanation of the relevance, asit
ispresently understood by theindividual designated
in 37 CFR 1.56(c) most knowledgeable about the
content of the information listed that is not in the
English language. The concise explanation may be
either separate from the specification or part of the
specification. If the concise explanation is part of
the specification, the IDS listing should include the
page(s) or ling(s) numbers where the concise
explanation is located in the specification.

The requirement for a concise explanation of
relevance is limited to information that is not in the
English language. The explanation required islimited
to the relevance as understood by the individual
designated in 37 CFR 1.56(c) most knowledgeable
about the content of the information at the time the
information is submitted to the Office. If acomplete
trandation of the information into English is
submitted with the non-English language
information, no concise explanation is required.
There is no requirement for the trandation to be
verified, including reliable machinetrandations. An
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English-language equivalent application may be
submitted to fulfill this requirement if it is, in fact,
atranglation of aforeign language application being
listed in an information disclosure statement. The
English language equivalent application should be
separately listed and identified as an English
language equivalent in the information disclosure
statement. Submission of an English language
abstract of areference, such as one generated by a
foreign patent office, may fulfill the requirement for
a concise explanation. Where the information listed
is not in the English language, but was cited in a
search report or other action by a foreign patent
office in a counterpart foreign application, the
reguirement for a concise explanation of relevance
can be satisfied by submitting an English-language
version of the search report or action which indicates
the degree of relevance found by the foreign office.
This may be an explanation of which portion of the
referenceis particularly relevant, to which claimsit
applies, or merely an “X”, “Y”, or “A” indication
on a search report. The requirement for a concise
explanation of non-English language information
would not be satisfied by astatement that areference
was cited in the prosecution of a United States
application which is not relied on under 35 U.S.C.
120.

If information cited or submitted in a prior
application relied on under 35 U.S.C. 120 was not
in English, a concise explanation of the relevance
of the information to the new application is not
required unless the relevance of the information
differs from its relevance as explained in the prior
application.

The concise explanation may indicate that a
particular figure or paragraph of the patent or
publication is relevant to the claimed invention. It
might be a simple statement pointing to similarities
between the item of information and the claimed
invention. It is permissible but not necessary to
discuss differences between the cited information
and the claims. However, see Semiconductor Energy
Laboratory Co. v. Samsung Electronics Co., 204
F.3d 1368, 1376, 54 USPQ2d 1001, 1007 (Fed. Cir.
2000) (“[A]lthough M PEP Section 609A(3) allows
the applicant some discretion in the manner in which
it phrases its concise explanation, it nowhere
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authorizes the applicant to intentionally omit
atogether key teachings of the reference.”).

In  Semiconductor Energy Laboratory, patentee
during prosecution submitted an untransated
29-page Japanese reference as well as a concise
explanation of itsrelevance and an existing one-page
partial English trandation, both of which were
directed to less material portions of the reference.
The untransglated portions of the Japanese reference
“contained a more complete combination of the
elements claimed [in the patent] than anything else
before the PTO.” 204 F.3d at 1376, 54 USPQ2d at
1005. The patentee, whose native language was
Japanese, was held to have understood the
materiality of the reference. “The duty of candor
does not require that the applicant transate every
foreign reference, but only that the applicant refrain
from submitting partial translations and concise
explanations that it knows will misdirect the
examiner’s attention from the reference’s relevant
teaching.” 204 F.3d at 1378, 54 USPQ2d at 1008.

Although a concise explanation of the relevance of
theinformation is not required for English language
information, applicants are encouraged to provide a
concise explanation of why the English-language
information is being submitted and how it is
understood to be relevant. Concise explanations
(especially those which point out the relevant pages
and lines) are helpful to the Office, particularly
where documents are lengthy and complex and
applicant isaware of asection that ishighly relevant
to patentability or where a large number of
documents are submitted and applicant isaware that
one or more are highly relevant to patentability.

609.04(b) Timing Requirementsfor an
I nformation Disclosur e Statement
[R-07.2022]

The procedures and requirementsunder 37 CFR 1.97
for submitting an information disclosure statement
arelinked to four stagesin the processing of apatent
application:

(2)(a) for national applications (not including
CPASs), within three months of filing, or before the
mailing of afirst Office action on the merits,
whichever islater;
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(b) forinternational applications, withinthree
months of the date of entry of the national stage as
set forth in 37 CER 1.491 or before the mailing of a
first Office action on the meritsin the national stage
application, whichever is later;

(c) for continued examinations (i.e., RCEs
filed under 37 CFR 1.114) and CPAsfiled under 37
CFR 1.53(d), before the mailing of afirst Office
action on the merits;

(d) for international design applications,
within three months of the date of publication of the
international registration under Hague Agreement
Article 10(3) or before first Office action on the
merits, whichever islater;

(2) after the periodin (1), but prior to the
prosecution of the application closes, i.e., beforethe
mailing of afinal Office action, a Notice of
Allowance, or an Ex parte Quayle action, whichever
isearlier;

(3) after the period in (2) but on or before the
date theissue feeis paid; and

(4) after the period in (3) and up to the time the
patent application can be effectively withdrawn from
issue under 37 CFR 1.313(c).

These procedures and requirements apply to
applications filed under 35 U.S.C. 111(a) (utility),
161 (plants), 171 (designs), and 251 (reissue), as
well as international applications entering the
national stage under 35 U.S.C. 371.

The requirements based on the time when the
information disclosure statement is filed are
summarized in MPEP § 609.01.

I. INFORMATION DISCLOSURE STATEMENT
FILED BEFORE FIRSTACTIONONTHE MERITS
OR WITHIN THREE (3) MONTHS OF ACTUAL
FILING DATE, NATIONAL STAGE ENTRY DATE,
OR PUBLICATION UNDER ARTICLE 10(3) OF
THE HAGUE AGREEMENT (37 CFR 1.97(b))

An information disclosure statement will be
considered by the examiner if filed within any one
of the following time periods:

(A) for national applications (not including
CPAs), within three months of the filing date of the
national application or before the mailing date of a
first Office action on the merits;
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(B) for international applications, within three
months of the date of entry of the national stage as
set forth in 37 CER 1.491 or before the mailing date
of afirst Office action on the merits;

(C) for RCEsand CPAS, beforethe mailing date
of afirst Office action on the merits; or

(D) for international design applications, within
three months of the date of publication of the
international registration under Hague Agreement
Article 10(3) or before first Office action on the
merits, whichever islater

Aninformation disclosure statement filed within one
of these periodsrequires neither afee nor astatement
under 37 CFR 1.97(e). An information disclosure
statement will be considered to have been filed on
the day it wasreceived in the Office, or onan earlier
date of mailing if accompanied by a properly
executed certificate of mailing or facsimile
transmission under 37 CFR 1.8, or if it is in
compliance with the provisions of Priority Mail
Express® delivery under 37 CFR 1.10. If the last
day of the three months period set forth in 37 CFR
1.97(b)(1) and (b)(2) falls on a Saturday, Sunday,
or afederal holiday within the District of Columbia,
the IDS may be timely filed on the next succeeding
business day which is not a Saturday, Sunday, or a
federal holiday. See 37 CFR 1.7(a). An Office action
is mailed on the date indicated in the Office action.

It would not be proper to make final afirst Office
actionin acontinuing application or in an application
after the filing of an RCE if the information
submitted inthe IDS during thetime period set forth
in 37 CFR 1.97(b) is used in a new ground of
rejection.

A. National Applications, I nternational Applications,
and I nternational Design Applications

Theterm “national application” includes continuing
applications  (continuations, divisions, and
continuations-in-part but not CPAS), so three months
will be measured from the actua filing date of an
application as opposed to the effective filing date of
a continuing application. For international
applications, the three monthswill be measured from
the date of entry of the national stage. For
international design applications, the three months
will be measured from the date of publication of the
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international registration under Hague Agreement
Article 10(3).

All information disclosure statements that comply
with the content requirements of 37 CFR 1.98 and
are filed within three months of the filing date, will
be considered by the examiner, regardiess of
whatever else has occurred in the examination
process up to that point in time. Thus, in the rare
instance that a final Office action, a notice of
allowance, or an Ex parte Quayle action is mailed
prior to a date which is three months from the filing
date, any information contained in a complete
information disclosure statement filed within that
three-month window will be considered by the
examiner.

Likewise, an information disclosure statement will
be considered if it is filed later than three months
after the application filing date but before the mailing
date of afirst Office action on the merits. An action
on the merits means an action which treats the
patentability of the claims in an application, as
opposed to only formal or procedural requirements.
An action on the meritswould, for example, contain
aregection or indication of alowability of aclaim
or claims rather than just a restriction requirement
(37 CER 1.142) or just arequirement for additional
feesto haveaclaim considered (37 CFR 1.16). Thus,
if an application was filed on January 2 and the first
Office action on the merits was not mailed until six
months later on July 2, the examiner would be
required to consider any proper information
disclosure statement filed prior to July 2.

B. RCE and CPA

The three-month window as discussed above does
not apply to a RCE filed under 37 CFR 1.114 or a
CPA filed under 37 CFR 1.53(d) (effective July 14,
2003, CPAs are only available for design
applications). An IDSfiled after thefiling of aRCE
will be considered if the IDS is filed before the
mailing date of afirst Office action on the merits. A
RCE is not the filing of an application, but merely
the continuation of prosecution in the current
application. After the mailing of a RCE, such
application istreated as an amended application by
the examiner and is subject to a short turnover time.
Therefore, applicantsare encouraged tofileany IDS
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with thefiling of aRCE. See MPEP § 706.07(h) for
details on RCEs.

Similarly, an IDSfiled in a CPA will be considered
if the IDS isfiled before the mailing date of afirst
Office action on the merits. Applicants are
encouraged to file any IDS in a CPA as early as
possible, preferably at the time of filing of the CPA
request.

If an IDS cannot befiled beforethe mailing of afirst
Office action on the merits (generally within two
months from the filing of the RCE or CPA),
applicants may request a three-month suspension of
action under 37 CFR 1.103(c) in an application at
the time of filing of the RCE, or under 37 CFR
1.103(b) in a CPA, at the time of filing of the CPA.
Where an IDSis mailed to the Office shortly before
the expiration of athree-month suspension under 37
CFR 1.103(b) or (c), applicant is requested to make
acourtesy call to notify the examiner asto the IDS
submission.

II. INFORMATION DISCLOSURE FILED AFTER
|. ABOVE BUT BEFORE MAILING OF FINAL
ACTION, NOTICE OF ALLOWANCE, OR AN EX
PARTE QUAYLE ACTION (37 CFR 1.97(c))

An information disclosure statement will be
considered by the examiner if filed after the period
specified in subsection |. above, but prior to the date
the prosecution of the application closes, i.e., before
(not on the same day as the mailing date of any of
the following):

a final action under 37 CFR 1.113, eg., fina
rejection;

anotice of allowance under 37 CFR 1.311; or

an action that closes prosecution in the application,
e.g., an Exparte Quayle action,

whichever occurs first, provided the information
disclosure statement is accompanied by either (1) a
statement as specified in 37 CFR 1.97(€) (see the
discussionin subsectionV below); or (2) the fee set
forthin 37 CFR 1.17(p). If afinal action, notice of
alowance, or an Ex parte Quayle action is mailed
inan application and later withdrawn, the application
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will be considered as not having had afinal action,
notice of allowance, or an Ex parte Quayle action
mailed for purposes of considering an information
disclosure statement.

An Ex parte Quayle action is an action that closes
the prosecution in the application as referred to in
37 CFR 1.97(c). Therefore, aninformation disclosure
statement filed on the same day as or after the
mailing date of an Ex parte Quayle action must
comply with the provisions of 37 CFR 1.97(d).

Thefiling of anotice of appeal under 37 CFR 41.31
also closes prosecution of the application. Therefore,
an information disclosure statement filed on the same
day as or after the mailing date of anotice of appeal
must comply with the provisionsof 37 CFR 1.97(d).

A. InformationisUsedin a New Ground of Rejection

1. Final Rejection isNot Appropriate

If information submitted during the period set forth
in 37 CFR 1.97(c) with a statement under 37 CFR
1.97(e) is used in a new ground of rejection on
unamended claims, the next Office action will not
be made final since in this situation it is clear that
applicant has submitted the information to the Office
promptly after it has become known and the
information is being submitted prior to a final
determination on patentability by the Office.

2. Final Rejection IsAppropriate

The information submitted with a statement under
37 CFR 1.97(e) can be used in a new ground of
rejection and the next Office action can be made
final, if the new ground of rejection was necessitated
by amendment of the application by applicant.
Where the information is submitted during this
period with afee as set forthin 37 CFR 1.17(p), the
examiner may use the information submitted, and
make the next Office action final whether or not the
claims have been amended, provided that no other
new ground of rejection which was not necessitated
by amendment to the claims is introduced by the
examiner. See MPEP § 706.07(a).
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[11. INFORMATION DISCLOSURE STATEMENT
FILED AFTER I1. ABOVE BUT PRIOR TO
PAYMENT OF ISSUE FEE (37 CFR 1.97(d))

An information disclosure statement will be
considered by the examiner if filed on or after the
mailing date of any of the following: afinal action
under 37 CFR 1.113; a notice of allowance under
37 CFR 1.311; or an action that closes prosecution
in the application, e.g., an Ex parte Quayle action,
but before or simultaneous with payment of theissue
fee, provided the statement is accompanied by:

(A) astatement as specified in 37 CFR 1.97(e)
(see the discussion in subsection V; and

(B) thefeeset forthin 37 CFR 1.17(p).

These requirements are appropriate in view of the
late stage of prosecution when the information is
being submitted, i.e., after the examiner hasreached
a final determination on the patentability of the
claims presented for examination. Payment of the
fee (37_CFR 1.17(p)) and submission of the
appropriate statement (37 _CFR 1.97(e)) are the
essential elementsfor having information considered
at this advanced stage of prosecution, assuming the
content requirements of 37 CFR 1.98 are satisfied.

An information disclosure statement filed during
this time period will be handled by the examiner as
a“Printer Rush”. See MPEP § 1309.02.

Form paragraph 6.52 may be used to inform the
applicant that the information disclosure statement
is being considered.

1 6.52 Information Disclosure Statement Filed After
Prosecution Has Been Closed

The information disclosure statement (IDS) submitted on [1]
wasfiled after the mailing date of the[2] on[3]. The submission
is in compliance with the provisions of 37 CFR 1.97.
Accordingly, the information disclosure statement is being
considered by the examiner.

Examiner Note:
1. Inbracket 1, insert the date the IDS was filed.

2. Inbracket 2, insert --final Office action--, --Notice of
Allowance--, or an -- Ex parte Quayle action-- as appropriate.

The requirements of 37 CFR 1.97 provide for
consideration by the Office of information which is
submitted within areasonabletime, i.e., within three
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months after an individual designated in 37 CFR
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MPEP 8 502.05) or facsimile transmission to the

1.56(c) becomes aware of the information or within
three months of the information being cited in a
communication from a foreign patent office in a
counterpart foreign application. Thisundertaking by
the Officeto consider information would be available
throughout the pendency of the application until the
point where the patent issue fee was paid.

If an applicant chose not to comply, or could not
comply, with the requirements of 37 CFR 1.97(d),
the applicant may file a RCE under 37 CFR 1.114,
or a continuing application under 37 CFR 1.53(b)
(or 37 CFR 1.53(d) if the application is a design
application) to have the information considered by
the examiner. If the applicant files a continuing
application under 37 CFR 1.53(b), the parent
application could be permitted to become abandoned
by not paying theissue fee required in the Notice of
Allowance. If the prior application is a design
application, the filing of a continued prosecution
application under 37 CFR 1.53(d) automatically
abandons the prior application. See the discussion
in MPEP § 609.02.

V. INFORMATION DISCLOSURE STATEMENT
FILED AFTER PAYMENT OF |SSUE FEE

After the issue fee has been paid on an application,
itisimpractical for the Office to attempt to consider
newly submitted information. Information disclosure
statements filed after payment of the issuefeein an
application will not be considered but will merely
be placed in the application file. See _MPEP §
609.05(b). The application may be withdrawn from
issue at this point, pursuant to 37 CFR 1.313(c)(2)
or 1.313(c)(3) so that the information can be
considered in the application upon the filing of a
RCE under 37 CFR 1.114 or in a continuing
application filed under 37 CFR 1.53(b) (or 37 CFR
1.53(d) if the application isadesign application). In
this situation, a RCE, or a CPA (if the prior
application is a design application), or a continuing
application filed under 37 CFR 1.53(b) could befiled
even though theissuefee had already been paid. See
MPEP § 1308. Applicants are encouraged to file the
petition under 37 CFR 1.313(c)(2) with a RCE, or
the petition under 37 CFR 1.313(c)(3) with a CPA
or continuing application under 37 CFR 1.53(b), by
the USPTO patent electronic filing system (see
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Office of Petitions (see MPEP § 502.01, subsection
I.B. and § 1730 for the facsimile number).
Alternatively, petitions to withdraw from issue may
be hand-carried to the Office of Petitions (see M PEP
§ 502). The Office cannot ensure that any petition
under 37 CFR 1.313(c) will be acted upon prior to
thedate of patent grant. Applicants considering filing
apetition under 37 CFR 1.313(c) are encouraged to
cal the Office of Petitions to determine whether
sufficient time remains before the patent issue date
to consider and grant a petition under 37 CFR
1.313(c). If a petition under 37 CFR 1.313(c)(3) is
being filed by facsimile transmission, the petition
need not be accompanied by the information
disclosure statement if the size of the statement
makes its submission by facsimile impracticable,
but the petition should indicate that an IDS will be
filed in the continuing application if it does not
accompany the petition under 37 CFR 1.313(c)(3).
The IDS should befiled before the mailing of afirst
Office action on the merits. If adesign CPA isbeing
filed and the IDS cannot be filed within this time
period, applicants may request a three-month
suspension of action under 37 CFR 1.103(b) at the
time of filing of the design CPA. Seethe discussion
above in paragraph |.B. If a petition under 37 CFR
1.313(c)(2) is being filed, the RCE must be
accompanied by a proper submission in order for
the RCE to be in compliance with 37 CFR 1.114.
Therefore, the IDS must accompany the RCE and
the petition under 37 CFR 1.313(c)(2) if the IDSiis
the submission for the RCE.

In May of 2012 the Office launched the Quick Path
Information Disclosure Statement (QPIDS) PFilot
Program. This pilot program allows, under specific
circumstances, for the submission of an IDS after
payment of the issue fee but prior to patent grant.
Information on the QPIDS Pilot Program can be
found on the USPTO website
www.uspto.gov/patent/initiatives/quick-
path-infor mation-disclosure- statement-gpids.

Alternatively, for example, a petition pursuant to 37
CFR 1.313(c)(1) could be filed if applicant states
that one or more clams are unpatentable. This
statement that one or more claims are unpatentable
over the information must be unequivocal. A
statement that a serious question as to patentability
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of a claim has been raised, for example, would not
be acceptable to withdraw an application from issue
under 37 CFR 1.313(c)(1). Form paragraph 13.09
may be used.

9 13.09 Information Disclosure Statement, | ssue Fee Paid

Applicant’s information disclosure statement of [1] was filed
after the issue fee was paid. Information disclosure statements
filed after payment of the issue fee will not be considered, but
will be placed in the file. However, the application may be
withdrawn from issue in order to file a request for continued
examination (RCE) under 37 CFR 1.114 upon the grant of a
petition under 37 CFR 1.313(c)(2), or a continuing application
under 37 CFR 1.53(b) (or a continued prosecution application
(CPA) under 37 CFR 1.53(d) if the CPA isfor a design patent
and the prior application of the CPA isadesign applicationfiled
under 35 U.S.C. chapter 16) upon the grant of a petition filed
under the provisions of 37 CFR 1.313(c)(3). Alternatively, the
other provisions of 37 CFR 1.313 may apply, e.g., apetition to
withdraw the application from issue under the provisions of 37
CFR 1.313(c)(1) may be filed together with an unequivocal
statement by the applicant that one or more claims are
unpatentable over the information contained in the statement.
Theinformation disclosure statement would then be considered
upon withdrawal of the application from issue under 37 CFR

1.313(c)(1).

Examiner Note:

1. For information disclosure statements submitted after the
issue fee has been paid, use this form paragraph with form
PTOL-90 or PTO-90C.

2. Inbracket 1, insert the filing date of the IDS.

If an application has been withdrawn from issue
under one of the provisions of 37 CFR
1.313(c)(1)-(3), it will betreated asthough no notice
of allowance had been mailed and the issue fee had
not yet been paid with regard to the time for filing
information disclosure statements. Petitions under
37 CFR 1.313(c) should be directed to the Office of
Petitions in the Office of the Deputy Commissioner
for Patentswho overseesthe Office of Petitions. See
MPEP § 1308.

V. STATEMENT UNDER 37 CFR 1.97(¢)

A statement under 37 CFR 1.97(e) must state either

(1) that each item of information contained in
the information disclosure statement was first cited
in any communication from aforeign patent office
in a counterpart foreign application not more than
three months prior to the filing of the statement, or

(2) that no item of information contained in the
information disclosure statement was cited in a
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communication from aforeign patent officein a
counterpart foreign application, and, to the
knowledge of the person signing the statement after
making reasonable inquiry, no item of information
contained in the information disclosure statement
was known to any individual designated in 37 CFR
1.56(c) more than three months prior to the filing of
the statement.

A statement under 37 CFR 1.97(e) can contain either
of two statements. One statement is that each item
of information in an information disclosure statement
was first cited in any communication, such as a
search report, from a patent office outside the U.S.
in a counterpart foreign application not more than
three months prior to thefiling date of the statement.
Applicant would not be able to make a statement
under 37 CFR 1.97(e) where an item of information
was first cited by a foreign patent office, for
example, a year before the filing of the IDS, in a
communication from that foreign patent office, and
the same item of information is once again cited by
another foreign patent office within three months
prior tothefiling of theIDSin the Office. Similarly,
applicant would not be able to make a statement
under 37 CFR 1.97(e) where an item of information
was cited in an examination report and the sameitem
of information was previoudly cited more than three
months prior to the filing of the IDS in the Office,
in a search report from the same foreign patent
office. Under this statement, it does not matter
whether any individual with a duty of disclosure
actualy knew about any of the information cited
before receiving the search report. Note that
compliance with the statement requirement of 37
CFR 1.97(e) does not substitute for compliance with
37 CFR 1.704(d) when attempting to avoid reduction
of patent term adjustment.

The date on the communication by theforeign patent
office begins the three-month period in the same
manner as the mailing of an Office action starts a
three-month shortened statutory period for reply. If
the communication contains two dates, the mailing
date of the communication is the one which begins
the three-month period. The date which begins the
three-month period is not the date the communication
was received by aforeign associate or the dateit was
received by aU.S. registered practitioner. Likewise,
the statement will be considered to have been filed
on the date the statement was received in the Office,
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or on an earlier date of mailing or transmission if
accompanied by a properly executed certificate of
mailing or facsimiletransmission under 37 CFR 1.8,
or if it is in compliance with the provisions for
Priority Mail Express® delivery under 37 CFR 1.10.
If the last day of the three months period set forth
in 37 CFR 1.97(e)(1) and (€)(2) falls on a Saturday,
Sunday, or a federal holiday within the District of
Columbia, the statement under 37 CFR 1.97(e)(1)
or (e)(2) may betimely filed on the next succeeding
business day which is not a Saturday, Sunday, or a
federal holiday. See 37 CFR 1.7(a).

The term counterpart foreign patent application
means that a claim for priority has been made in
either the U.S. application or aforeign application
based on the other, or that the disclosures of the U.S.
and foreign patent applications are substantively
identical (e.g., an application filed in the European
Patent Office claiming the same U.K. priority as
clamed in the U.S. application). Note, an
international application filed under the Patent
Cooperation Treaty, which designates the U.S,, is
not a counterpart foreign application for purposes
of making the statement set forthin 37 CFR 1.97(e).
Therefore, applicant should, instead, consider the
applicability of making a statement under 37 CFR
1.97(e)(2) for information received in an
international application.

Communications from foreign patent offices in
foreign applications sometimes include alist of the
family of patents corresponding to aparticular patent
being cited in the communication. The family of
patents may include a United States patent or other
patent in the English language. Some applicants
submit information disclosure statementsto the PTO
which list and include copies of both the particular
patent cited in the foreign patent office
communication and the related United States or other
English language patent from the family list. Since
thisis to be encouraged, the United States or other
English language patent will be construed as being
cited by the foreign patent office for purposes of a
statement under 37 CFR 1.97(e)(1). The examiner
should consider the United States or other English
language patent if 37 CFR 1.97 and 37 CFR 1.98
are complied with. Further, 37 CFR 1.97(e)(1) is
construed to include any information in a foreign
patent office communication, including the
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communication itself, such as an office action or
search report.

If an information disclosure statement includes a
copy of adated communication from aforeign patent
officewhich clearly showsthat the statement isbeing
submitted within three months of the date on the
communication, the copy of the dated
communication from the foreign patent office by
itself will not be accepted as the required statement
under 37 CFR 1.97(e)(1) sinceit would not be clear
from the dated communication whether the
information in the IDS was “first cited” in any
communication from aforeign patent office not more
than three months prior to the filing of the IDS as
required by 37 CFR 1.97(e)(1).

Inthe alternative, a statement can be madeif noitem
of information contained in the information
disclosure statement was cited in a communication
from aforeign patent officein acounterpart foreign
application and, to the knowledge of the person
signing the statement after making reasonable
inquiry, neither was it known to any individual
having a duty to disclose more than three months
prior to thefiling of the statement. If an inventor of
the U.S. application is aso a named inventor of one
of theitemsof information contained inthe IDS, the
37 CFR 1.97(e)(2) statement cannot be made for that
particular item of information, and if made, will not
be accepted.

The phrase“ after making reasonableinquiry” makes
it clear that the individual making the statement has
aduty to make reasonableinquiry regarding thefacts
that are being stated. The statement can be made by
a registered practitioner who represents a foreign
client and who relies on statements made by the
foreign client as to the date the information first
became known. A registered practitioner who
receives information from a client without being
informed whether the information was known for
more than three months, however, cannot make the
statement under 37 CFR 1.97(€)(2) without making
reasonableinquiry. For example, if aninventor gave
a publication to the attorney prosecuting an
application with the intent that it be cited to the
Office, the attorney should inquire as to when that
inventor became aware of the publication and should
not submit a statement under 37 CFR 1.97(e)(2) to
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the Office until a satisfactory response is received.
The statement can be based on present, good faith
knowledge about when information became known
without a search of files being made.

A statement under 37 CFR 1.97(e) need not be in
the form of an oath or a declaration under 37 CFR
1.68. A statement under 37 CFR 1.97(e) by a
registered practitioner or any other individual that
the statement wasfiled within the three-month period
of either first citation by a foreign patent office or
first discovery of the information will be accepted
as dispositive of compliance with this provision in
the absence of evidenceto the contrary. For example,
a statement under 37 CFR 1.97(€e) could read as
follows:

| hereby state that each item of information
contained in this Information Disclosure
Statement wasfirst cited in any communication
from a foreign patent office in a counterpart
foreign application not morethan three months
prior to thefiling of this statement.,

or

| hereby state that no item of informationin the
Information Disclosure Statement filed
herewith was cited in a communication from a
foreign patent office in a counterpart foreign
application, and, to my knowledge after making
reasonable inquiry, no item of information
contained in this Information Disclosure
Statement was known to any individual
designated in 37 CFR 1.56(c) more than three
months prior to the filing of this Information
Disclosure Statement.

While use of the exact language of 37 CFR
1.97(e)(1) and/or 37 CFR 1.97(e)(2) is strongly
encouraged, it isnot required so long asthelanguage
applicant uses conveys the exact same meaning as
the language of 37 CFR 1.97(e)(1) and/or 37 CFR
1.97(e)(2). Varying the language of the statements
runs the risk that it does not convey the same
meaning asthelanguage of 37 CFR 1.97(e)(1) and/or
37 CFR 1.97(e)(2). If it is determined that the
varying language does not (or may not) convey the
same meaning, theinformation disclosure statement
will not be accepted.
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An information disclosure statement may include
two lists and two statements, similar to the above
examples, in situations where some of the
information listed was cited in a communication
from a foreign patent office not more than three
months prior to filing the statement and some was
not, but was not known more than three months prior
to filing the statement. Alternatively, applicant may
submit one list with two statements when applicant
expressly designates which statement pertains to
which citation(s) in the reference listing. If the
information is being submitted in the time frame set
forth in 37 CFR 1.97(d) and applicant includes two
statements with either one or two lists on the same
day, only onefeeis required.

A copy of the foreign search report need not be
submitted with the statement under 37 CFR 1.97(e),
but an individuah may wish to submit an
English-language version of the search report to
satisfy the requirement for a concise explanation
where non-English language information is cited.
The time at which information was known to any
individual designated in 37 CFR 1.56(c) isthetime
when the information was discovered in association
with the application even if awareness of the
materiality came later. The Office wishes to
encourage prompt evaluation of the relevance of
information and to have a date certain for
determining if astatement under 37 CFR 1.97(e) can
properly be made. A statement on information and
belief would not be sufficient. Examiners should not
remind or otherwise make any comment about an
individual’sduty of candor and good faith. Questions
about the adequacy of any statement received in
writing by the Office should be directed to the Office
of Patent Legal Administration.

VI. EXTENSIONSOF TIME (37 CFR 1.97(f)) AND
BONA FIDE ATTEMPT

No extensions of time for filing an information
disclosure statement are permitted under 37 CFR
1.136(a) or (b). If a bona fide attempt is made to
comply with the content requirements of 37 CFR
1.98, but part of therequired content isinadvertently
omitted, additional time may be given to enable full
compliance. Form paragraph 6.51 may be used.
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1 6.51 Timefor Completing I nformation Disclosure
Statement

Theinformation disclosure statement filed on [1] does not fully
comply with the requirements of 37 CFR 1.98(b) because: [2].
Since the submission appearsto be bona fide, applicantisgiven
ONE (1) MONTH from the date of this notice to supply the
above-mentioned omissions or corrections in the information
disclosure statement. NO EXTENSION OF THISTIME LIMIT
MAY BE GRANTED UNDER EITHER 37 CFR 1.136(a) OR
(b). Failure to timely comply with this notice will result in the
above-mentioned information disclosure statement being placed
in the application file with the non-complying information not
being considered. See 37 CFR 1.97(i).

Examiner Note:

Use this form paragraph if an IDS complies with the timing
requirements of 37 CFR 1.97 but part of the content requirements
of 37 CFR 1.98(b) has been inadvertently omitted.

This practice does not apply where there has been a deliberate
omission of some necessary part of an Information Disclosure
Statement or where the requirements based on the time of filing
the statement, as set forth in 37 CFR 1.97, have not been
complied with.

609.05 Examiner Handling of Information
Disclosure Statements [R-08.2012]

Information disclosure statements will be reviewed
for compliance with the requirements of 37 CFR
1.97 and 37 CFR 1.98 as discussed in MPEP §
609.04(a) and § 609.04(b). Applicant will be notified
of compliance and noncompliance with the rules as
discussed in MPEP § 609.05(a) and § 609.05(b).

609.05(a) Noncomplying Information
Disclosure Statements [R-07.2022]

Pursuant to 37 CFR 1.97(i), submitted information,
filed before the grant of a patent, which does not
comply with 37 CFR 1.97 and 37 CFR 1.98 will be
placed in the file, but will not be considered by the
Office. Information submitted after the grant of a
patent must comply with 37 CFR 1.501.

If an information disclosure statement does not
comply with the requirements based on the time of
filing of the IDS as discussed in MPEP § 609.04(b),
including the requirements for fees and/or statement
under 37 CFR 1.97(e), the IDS will be placed in the
application file, but none of the information will be
considered by the examiner. The examiner may use
form paragraph 6.49 which is reproduced below to
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inform applicant that the information has not been
considered. Applicant may then file a new
information disclosure statement or correct the
deficiency in the previously filed IDS, but the date
that the new IDS or correction is filed will be the
date of the IDS for purposes of determining
compliance with the requirements based on thetime
of filing of the IDS (37 CFR 1.97).

The examiner should write “not considered” on an
information disclosure statement where none of the
information listed complies with the requirements,
e.g., the format requirements of 37 CFR 1.98(a)(1)
are not met. If none of the information listed on a
PTO/SB/08 form is considered, a diagonal line or
"X" should also be drawn across the form and the
form made of record in the application file. The
examiner will inform applicant that the information
has not been considered and the reasons why by
using form paragraphs 6.49 through 6.49.10. If the
improper citation appears as part of another paper,
e.g., an amendment, which may be properly entered
and considered, the portion of the paper which is
proper for consideration will be considered.

If an item of information in an IDS fails to comply
with all the requirements of 37 CFR 1.97 and 37
CFR 1.98, that item of information in the IDS will
not be considered and aline should be drawn through
the citation to show that it has not been considered.
However, other items of information that do comply
with all the requirements of 37 CFR 1.97 and 37
CFR 1.98 will be considered by the examiner.

If information listed in the specification rather than
in a separate paper, or if the other content
requirements as discussed in MPEP § 609.04(a) are
not complied with, the information need not be
considered by the examiner, in which case, the
examiner should notify applicant in the next Office
action that the information has not been considered.

FORM PARAGRAPHS

1 6.49 Information Disclosure Statement Not Considered

The information disclosure statement filed [1] fails to comply
with the provisions of 37 CFR 1.97, 1.98 and MPEP § 609
because [2]. It has been placed in the application file, but the
information referred to therein has not been considered asto the
merits. Applicant is advised that the date of any resubmission
of any item of information contained in this information
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disclosure statement or the submission of any missing element(s)
will be the date of submission for purposes of determining
compliance with the requirements based on the time of filing
the statement, including all requirements for statements under
37 CFR 1.97(€). See MPEP § 609.05(a).

Examiner Note:

See MPEP 8§ 609.05(a) for situations where the use of thisform
paragraph would be appropriate.

9 6.49.01 I nformation Disclosur e Statement Not Considered,
After First Action, But Before the Prosecution of the
Application Closes, No Statement

The information disclosure statement filed [1] fails to comply
with 37 CFR 1.97(c) because it lacks a statement as specified
in 37 CFR 1.97(e). It has been placed in the application file, but
the information referred to therein has not been considered.

1 6.49.02 I nformation Disclosure Statement Not Considered,
After First Action, But Before the Prosecution of the
Application Closes, No Fee

The information disclosure statement filed [1] fails to comply
with 37 CFR 1.97(c) becauseit lacksthefee set forthin 37 CFR
1.17(p). It has been placed in the application file, but the
information referred to therein has not been considered.

9 6.49.03 I nformation Disclosur e Statement Not Considered,
After the Prosecution of the Application Closes, Issue Fee
Not Paid, No Statement

The information disclosure statement filed [1] fails to comply
with 37 CFR 1.97(d) because it lacks a statement as specified
in 37 CFR 1.97(e). It has been placed in the application file, but
the information referred to therein has not been considered.

1 6.49.05 I nformation Disclosure Statement Not Considered,
After the Prosecution of the Application Closes, I ssue Fee
Not Paid, No Fee

The information disclosure statement filed [1] fails to comply
with 37 CFR 1.97(d) becauseit lacksthefee set forthin 37 CFR
1.17(p). It has been placed in the application file, but the
information referred to therein has not been considered.

9 6.49.06 I nfor mation Disclosur e Statement Not Considered,
References Listed in Specification

The listing of references in the specification is not a proper
information disclosure statement. 37 CFR 1.98(b) requiresalist
of all patents, publications, applications, or other information
submitted for consideration by the Office, and MPEP 8§
609.04(a), subsection |. states, “the list may not beincorporated
into the specification but must be submitted in a separate paper.”
Therefore, unlessthe references have been cited by the examiner
on form PTO-892, they have not been considered.

1 6.49.07 I nformation Disclosure Statement Not Considered,
No Copy of References

The information disclosure statement filed [1] fails to comply
with 37 CFR 1.98(a)(2), which requires a legible copy of each
cited foreign patent document; each non-patent literature
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publication or that portion which caused it to be listed; and all
other information or that portion which caused it to be listed. It
has been placed in the application file, but the information
referred to therein has not been considered.

Examiner Note:

Do not use this form paragraph when the missing reference(s)
are U.S. patents, U.S. patent application publications, or U.S.
pending applications (limited to the specification, including
claims, and drawings) stored in IFW.

9 6.49.08 I nfor mation Disclosure Statement Not Considered,
Non-Compliant List of References

The information disclosure statement filed [1] fails to comply
with 37 CFR 1.98(a)(1), which requiresthefollowing: (1) alist
of al patents, publications, applications, or other information
submitted for consideration by the Office; (2) U.S. patents and
U.S. patent application publicationslisted in asection separately
from citations of other documents; (3) the application number
of the application in which theinformation disclosure statement
is being submitted on each page of the list; (4) a column that
provides ablank space next to each document to be considered,
for the examiner's initials; and (5) a heading that clearly
indicatesthat thelist isan information disclosure statement. The
information disclosure statement has been placed in the
application file, but the information referred to therein has not
been considered.

Examiner Note:

If an IDSlisting includesacopy of aninitialed IDS|isting from
another application, the IDS listing would not comply with the
requirements under 37 CFR 1.98(a)(1). Thisform paragraphis
applicable for such an IDS submission.

9 6.49.09 I nfor mation Disclosure Statement Not Considered,
No Explanation of Relevance of Non-English Language
Information

The information disclosure statement filed [1] fails to comply
with 37 CFR 1.98(a)(3)(i) because it does not include a concise
explanation of the relevance, as it is presently understood by
theindividual designated in 37 CFR 1.56(c) most knowledgesble
about the content of the information, of each reference listed
that is not in the English language. It has been placed in the
application file, but the information referred to therein has not
been considered.

1 6.49.10 Information Disclosure Statement Not Considered,
Non-acceptable Electronic Medium

The information disclosure statement filed [1] was submitted
on an electronic medium that was not acceptable. It has been
placed in the application file, but the information referred to
therein has not been considered. Note that U.S. patents, U.S.
application publications, foreign patent documents and
non-patent literature cited in an information disclosure statement
may be electronically submitted in compliance with the Office
Electronic Filing System (EFS) requirements.
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Examiner Note:

This form paragraph may be used when the IDS that includes
patents and non-patent literature documents is submitted on
read-only optical discs or any other electronic medium, except
viaEFS. Only “Large Tables,” “ Sequence Listings,” acomputer
readableform of a“ SequenceListing” and a“ Computer Program
Listing Appendix” may be submitted on one or more read-only
optical discs. See 37 CFR 1.52(€).

609.05(b) Complying I nformation Disclosure
Statements [R-07.2022]

Theinformation contained in information disclosure
statements which comply with both the content
regquirements of 37 CFR 1.98 and the requirements,
based on the time of filing the statement, of 37 CFR
1.97 will be considered by the examiner.
Consideration by the examiner of the information
submitted in an IDS means that the examiner will
consider the documentsin the same manner as other
documents in Office search files are considered by
the examiner while conducting a search of the prior
art in a proper field of search. The initias of the
examiner placed adjacent to the citations on the
PTO/SB/08 or its equivalent mean that the
information has been considered by the examiner to
the extent noted above.

In addition, the following alternative electronic
signature method may be used by examiners in
information disclosure statementstoindicate whether
theinformation has been considered. Examinerswill
no longer initial each reference citation considered,
but will continue to strikethrough each citation not
considered. Each page of reference citations will be
stamped by the examiner with the phrase “All
references considered except where lined through”
along with the examiner’s electronic initials, and the
final page of reference citations will include the
examiner's electronic signature.

Examiners must consider all citations submitted in
conformance with the rules, and their initials when
placed adjacent to the considered citations on the
list or in the boxes provided on aform PTO/SB/08
(or the examiner may use the alternative electronic
signature method noted above) provides a clear
record of which citations have been considered by
the Office. The examiner must also fill in the
examiner's name and the date the information was
considered in blocks at the bottom of the PTO/SB/08
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form. If any of the citations are considered, a copy
of the submitted list, form PTO/SB/08, as reviewed
by the examiner, will be returned to the applicant
with the next communication. Those citations not
considered by the examiner will have aline drawn
through the citation. The original copy of the list,
form PTO/SB/08, will be entered into the application
file. The copy returned to applicant will serve both
as acknowledgement of receipt of the information
disclosure statement and as an indication asto which
references were considered by the examiner. Forms
PTO-326 and PTOL-37 includeabox to indicatethe
attachment of form PTO/SB/08.

Information which complies with requirements as
discussed in this section but which is in a
non-English language will be considered in view of
the concise explanation submitted (see MPEP _§
609.04(a), subsection Ill.) and insofar as it is
understood on its face, e.g., drawings, chemica
formulas, in the same manner that non-English
language information in Office search files is
considered by examiners in conducting searches.
The examiner need not have the information
tranglated unlessit appearsto be necessary to do so.
The examiner will indicate that the non-English
language information has been considered in the
same manner as consideration is indicated for
information submitted in English. The examiner
should not require that a translation be filed by
applicant. The examiner should not make any
comment such as that the non-English language
information has only been considered to the extent
understood, since this fact is inherent. See
Semiconductor Energy Laboratory Co. v. Samsung
Electronics Co., 204 F3d 1368, 1377-78, 54
USPQ2d 1001, 1008 (Fed. Cir. 2000) (“[A]s MPEP
Section 609C(2) reveds, the examiner's
understanding of a foreign reference is generally
limited to that which he or she can glean from the
applicant’s concise statement. .. Consequently, while
the examiner’sinitials require that we presume that
he or she considered the [foreign] reference, this
presumption extends only to the examiner's
consideration of the brief translated portion and the
concise statement.”).

If anitem of information in an IDS fails to comply
with requirementsof 37 CFR 1.97 and 37 CFR 1.98,
aline should be drawn through the citation to show
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that it has not been considered. The other items of
information listed that do comply with the
requirements of 37 CFR 1.97 and 37 CFR 1.98 will
be considered by the examiner and will be
appropriately initialed.

609.05(c) Documents Submitted as Part of
Applicant’s Reply to Office Action
[R-07.2022]

Occasionally, documents are submitted and relied
on by an applicant when replying to an Office action.
These documents may be relied on by an applicant,
for example, to show that an element recited in the
claim is operative or that a term used in the claim
has arecognized meaning in the art. Documents may
be in any form but are typically in the form of an
affidavit, declaration, patent, or printed publication.

To the extent that a document is submitted as
evidence directed to an issue of patentability raised
in an Office action, and the evidence is timely
presented, applicant need not satisfy the requirements
of 37 CFR 1.97 and 37 CFR 1.98 in order to have
the examiner consider the information contained in
the document relied on by applicant. In other words,
compliance with the information disclosure rulesis
not a threshold requirement to have information
considered when submitted by applicant to support
an argument being made in a reply to an Office
action. However, consideration by the examiner of
the document submitted as evidence directed to an
issue of patentability raised in the Office action is
limited to the portion of the document relied upon
as rebuttal evidence; the entirety of the document
may not necessarily be considered by the examiner.

At the same time, the document supplied and relied
on by applicant as evidence need not be processed
as an item of information that was cited in an
information disclosure statement. The record should
reflect whether the evidence was considered, but
listing onaform (e.g., PTO-892 or PTO/SB/08) and
appropriate marking of the form by the examiner is
not required.

For example, if applicant submitsand relieson three
patents as evidencein reply to thefirst Office action
and also lists those patents on a PTO/SB/08 aong
with two journa articles, but does not file a
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statement under 37 CFR 1.97(¢) or the fee set forth
in 37 CFR 1.17(p), it would be appropriate for the
examiner to indicate that the teachings relied on by
applicant in the three patents have been considered,
but to line through the citation of all five documents
on the PTO/SB/08 and to inform applicant that the
information disclosure statement did not comply

with 37 CFR 1.97(c).

609.06 |nformation Printed on Patent
[R-07.2022]

A citation listed on form PTO/SB/08 and considered
by the examiner will be printed on the patent. A
citation listed in a separate paper, equivalent to but
not on form PTO/SB/08, and considered by the
examiner will be printed on the patent if thelist lends
itself to easy capture of the necessary information
by the Office printing contractor, i.e., each item of
information islisted on asingleline, thelinesare at
least double-spaced from each other, and the
information isuniformin format for each listed item.
For patents printed after January 1, 2001, citations
from information disclosure statements that are
printed on the face of the patent will be distinguished
from citations cited by the examiner on a form
PTO-892. The citations cited by the examiner on a
form PTO-892 will be marked with an asterisk. If
an item of information is cited more than oncein an
IDS and on aform PTO-892, the citation of theitem
will be listed only once on the patent as a citation
cited by the examiner.

If the applicant does not provide classification
information for a citation, or if the examiner lines
through incorrect classification data, the citation will
be printed on the face of the patent without the
classification information. If a U.S. patent
application number is listed on a PTO/SB/08 form
or its eguivalent and the examiner considers the
information and initials the form, the application
number will be printed on the patent. Applicants
may wish tolist U.S. patent application numberson
other than a form PTO/SB/08 format to avoid the
application numbers of pending applications being
published on the patent. If a citation is not printed
on the patent but has been considered by the
examiner, the patented file will reflect that fact as
noted in MPEP § 609.05(b).
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609.07 1DSsElectronically Submitted (e-1DS)
Using EFS-Web [R-07.2022]

Information disclosure statements may be submitted
to the Office viathe USPTO patent electronic filing
system. Applicantscanfilean e-IDSusing EFS-Web
by (A) entering the references’ citation information
in an electronic data entry form, equivalent to the
paper PTO/SB/08 form, and (B) transmitting the
electronic data entry form to the Office. An e-IDS
filed via EFS-Web may include citations of U.S.
patents, U.S. patent application publications, foreign
patent documents, and non-patent literature (NPLS).
Copies of U.S. patents and U.S. patent application
publications cited in the IDS are not required to be
submitted by the applicants with the e-IDS. If any
references to foreign patent documents or NPLs or
unpublished U.S. patent applications (that are not
stored in the Office’s Image File Wrapper (IFW)
system) are to be cited, applicants must submit
copies of these documents in PDF using EFS-Web.

The éectronic IDS form may be included with a
new EFS-Web electronic applicationfiling, or it may
be submitted for previously filed patent applications.
An e-IDS contains an electronic list of U.S. patent
numbers, U.S. patent application publication
numbers, foreign patent documents and non-patent
literature (NPLS). Anindividual e-IDS may contain
alisting of (1) a combined total of 50 U.S. patents
and U.S. patent application publications, (2) 50
foreign patent documents, and (3) 50 NPLs.
Applicants are permitted to file morethan onee-IDS
if these numbers are exceeded.

If more than one eIDS is necessary to file a
complete IDS for which afeeisrequired under 37
CFR1.17(p), only asinglefeeunder 37 CFR 1.17(p)

will be required under the following conditions:

(A) thefeerequired by 37 CFR 1.17(p) is
included with the first e-IDS submission (since it

will normally be processed first);

(B) al subsequent submissions making up the
IDS should explicitly state that the fee wasincluded
inthe earlier submission and request that the onefee
be accepted for the second and any subsequent
submission; and

(C) al subsequent submissions (electronic or
paper) must be received by the Office on the same
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date as thefirst e-IDS submission with which the
fee was included.

A subsequent non-electronic submission s
considered received by the Office on the same date
asthefirst e-IDS submission with which thefeewas
included for purposes of the fee due under 37 CFR
1.17(p) if it is deposited in Priority Mail Express®
under 37 CFR 1.10, deposited in thefirst class U.S.
mail with acertificate of mailing in accordance with
37 CFR 1.8, or transmitted by facsimile with a
certificate of transmission in accordance with 37
CFR 1.8, on the same date as the first e-IDS
submission with which the fee was included. If a
subsequent e-IDS submission is received by the
Office on adate later than the date the fee was paid,
the later submission will require an additional fee.

A copy of thee-IDSform will be scanned to become
part of the Image File Wrapper (IFW). In al
applications, the e-IDS will be added to the
application file contents listing, and to the Patent
Data Portal database record for the application.

If the e-IDS complies with the requirements of 37
CFER 1.97, examiners must consider the e-IDS and
complete the e-IDS form by initialing, signing, and
dating the eIDS form entries. See MPEP_§
609.05(b). Examiners may notice numbering gaps
in the “Citation No.” column on the printed e-IDS
form due to an applicant data entry error. This data
entry error will not affect the e-IDS and is not a
sufficient reason not to consider the e-IDS. A copy
of the initialed e-IDS form must be sent to the
applicant. The completed copy of the e-IDS form
sent to an applicant should be made of record in the
official file when the copy is sent to the applicant.

Anelectroniclist of al U.S. patentsand U.S. patent
application publications on an eIDS form is
available and accessible from the examiner's
workstation by clicking on the e-IDS icon, on the
workstation desktop. Consideration of the e-IDS
may not be deferred and an examiner should not
require an applicant to submit paper copiesof e-IDS
references. It is most important that the U.S. patent
and U.S. patent application publication numbers
listed on the e IDS be accurate and devoid of
transcription error since no copies of the documents
listed on the e-IDS are provided in the file wrapper
for the examiner to review. Instead the examiner
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will electronicaly retrievethe U.S. patentsand U.S.
patent application publicationsidentified by the cited
document numbers. The only mechanism for having
the correct document reviewed and considered when
an erroneous U.S. patent or U.S. patent application
publication iscited in an e-IDSwill be by citing the
correct citation number in a subsequent IDS that
conforms to the requirements of 37 CFR 1.97 and
1.98.

Examiners can copy and paste U.S. patent and U.S.
patent application publication numbers from the
eIDS to EAST and/or WEST for searching.
Examiners should copy and paste U.S. patent and
U.S. patent application publication numbers from
the e-IDS to EAST and/or WEST to review the
referencesthat arelisted in the e-IDS.

Applicantsand registered practitioners are permitted
to sign portions of an EFS-Web submission,
including an IDS, with an electronic signature. See
37 CFR 1.4(d)(3).

Rev. 07.2022, February 2023
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If the e-IDS transmittal letter and list of references
ismissing from an application file, an examiner may
request that the technical support staff obtain an
additional printed copy of the letter and reference
list from the Office of Patent Application Processing
(OPAP).

609.08 Electronic Processing of I nformation
Disclosure Statement [R-07.2022]

The USPTO eectronically processes the list of
citations (e.g., form PTO/SB/08) submitted as part
of an information disclosure statement (IDS)
submitted in applications stored by the Office in
image form. Examiners are provided with atool to
electronically annotate citations and electronically
sign the IDS when reviewing the cited references.
See MPEP § 609.04(b) for determining whether a
cited reference has been considered by the examiner.
The electronically processed IDS will be stored in
the Office's official record as an entry in the
application’s image file wrapper (IFW) and a copy
will be provided to applicant as part of an Office
action.
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PARTS, FORM, AND CONTENT OF APPLICATION §609.08

PTO/SB/08a (07-09)

Approved for use through 05/31/2024. OMB 0651-0031

U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it contains a valid OMB control number.

Complete if Known

Substitute for form 1449/PTO

Application Number

INFORMATION DISCLOSURE Fling Date

First Named Inventor

STATEMENT BY APPLICANT A Unit

(Use as many sheets as necessary) Examiner Name

\jhﬂt | [ of | Attorney Docket Number

U. S. PATENT DOCUMENTS
Examiner Clle Document Number Publication Date Name of Patentee or Pages, Columns, Lines, Where
Initials* No.' MM-DD-YYYY Applicant of Cited Document Relevant Passages or Relevant
Number-Kind Code? > Figures Appear

us-

us-

us-

us-

us-

us-

us-

us-

us-

us-

us-

us-

us-

us-

us-

FOREIGN PATENT DOCUMENTS

Examiner Clte Foreign Patent Document Publication Name of Patentee or Pages, Columns, Lines,
Initials® No.! Date Applicant of Cited Document Where Relevant Passages
MM-DD-YYYY Or Relevant Figures Appear T

Country Code’ Number® “Kind Code® (if krown)

Examiner Date
Signature Considered

*EXAMINER: Initial if reference considered, whether or net citation is in conformance with MPEP 609. Draw line through citation if not in conformance and net
considered. Include copy of this form with next communication to applicant. 1Appllcant’s unique citation designation number (optional). 2See Kinds Codes of
USPTO Patent Documents at www.uspto.gov or MPEP 901.04. ? Enter Office that issued the document, by the two-letter code (WIPO Standard ST.3). * For
Japanese patent documents, the indication of the year of the reign of the Emperor must precede the serial number of the patent document. 5Kind of document by
the appropriate symbols as indicated on the document under WIPO Standard ST.16 if possible. EAppllcanl is to place a check mark here if English language
Translation is attached.

A Federal agency may not conduct or sponsor, and a person is not required to respondto, nor shall a person be subject to a penalty for failure to comply with an
information collection subject to the requirements of the Paperwork Reduction Act of 1995, unless the information collection has a currently valid OMB Control Number.
The OMB Control Number for this information collection is 0651-0031. Public burden for this form is estimated to average 2 hours per response, including the time for
reviewing instructions, searching existing data sources, gathering and maintaining the data needed and completing and reviewing the information collection. Send
comments regarding this burden estimate or any other aspect of this information collecti ions for reducing this burden to the Chief Administrative
Officer, United States Patent and Trademark Office, P.O. Box 1450, Alexandria, VA 22313 1450 or email InformationCollection@uspto.gov. DO NOT SEND FEES OR
COMPLETED FORMS TO THIS ADDRESS. If filing this completed form by mall send to: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 (1-800-786-9199) and select option 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with
your submission of the attached form related to a patent application or patent. The United States Patent
and Trademark Office (USPTO) collects the information in this record under authority of 35 U.S.C. 2. The
USPTO’s system of records is used to manage all applicant and owner information including name,
citizenship, residence, post office address, and other information with respect to inventors and their legal
representatives pertaining to the applicant'sfowner’s activities in connection with the invention for which a
patent is sought or has been granted. The applicable Privacy Act System of Records Notice for the
information collected in this form is COMMERCE/PAT-TM-7 Patent Application Files, available in the
Federal Register at 78 FR 19243 (March 29, 2013). https://www.govinfo.gov/content/pkg/FR-2013-03-29/
pdff2013-07341. pdf

Routine uses of the information in this record may include disclosure to: 1) law enforcement, in the event
that the system of records indicates a violation or potential violation of law; 2) a Federal, state, local, or
international agency, in response to its request; 3) a contracter of the USPTO having need for the
information in order to perform a contract; 4) the Department of Justice for determination of whether the
Freedom of Information Act (FOIA) requires disclosure of the record; 5) a Member of Congress
submitting a request involving an individual to whom the record pertains, when the individual has
requested the Member's assistance with respect to the subject matter of the record; 6) a court,
magistrate, or administrative tribunal, in the course of presenting evidence, including disclosures to
opposing counsel in the course of settlement negotiations; 7) the Administrator, General Services
Administration (GSA), or their designee, during an inspection of records conducted by GSA under
authority of 44 U.S.C. 2904 and 2908, in accordance with the GSA regulations and any other relevant
(i.e., GSA or Commerce) directive, where such disclosure shall not be used to make determinations
about individuals; 8) another federal agency for purposes of National Security review (35 U.S.C. 181)
and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)); 9) the Office of Personnel
Management (OPM) for personnel research purposes; and 9) the Office of Management and Budget
(OMB) for legislative coordination and clearance.

If you do not furnish the information requested on this form, the USPTO may not be able to process and/
or examine your submission, which may result in termination of proceedings, abandonment of the
application, and/or expiration of the patent.

Additional Uses

Additional USPTO uses of the information in this record may include disclosure to: 1) the International
Bureau of the World Intellectual Property Organization, if the record is related to an international
application filed under the Patent Cooperation Treaty; 2) the public i) after publication of the application
pursuant to 35 U.S.C. 122(b), ii) after issuance of a patent pursuant to 35 U.S.C. 151, iii) if the record
was filed in an application which became abandoned or in which the proceedings were terminated and
which application is referenced by either a published application, an application open to public
inspections, or an issued patent, or iv) without publication of the application or patent under the specific
circumstances provided for by 37 CFR 1.14(a)(1)(v)-(vii); and/or 3) the National Archives and Records
Administration, for inspection of records.
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PARTS, FORM, AND CONTENT OF APPLICATION

Under the Paperwork Reduction Act of 1995._no persons ari
f Substitute for form 1449/PTO

§609.08

PTO/SB/08b (07-09)

Approved for use through 05/31/2024. OMB 0651-0031
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
required to respond to a collection of information unless it contains a valid OMB control number.

Complete if Known

Application Number

INFORMATION DISCLOSURE

Filing Date

STATEMENT BY APPLICANT

First Named Inventor

(Use as many sheets as necessary)

Art Unit

Examiner Name

Sheet | | of |

Attorney Docket Number

NON PATENT LITERATURE DOCUMENTS

Examiner | Cite Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of
Initials* No.” the item (book, magazine, journal, serial, symposium, catalog, etc.), date, page(s), volume-issue T2
number(s), publisher, city and/or country where published.

Examiner
Signature

Date
Considered

*EXAMINER: Initial ifreference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance and not
considered. Include copy of this form with next communication to applicant.
1 Applicant’s unique citation designation number (optional). 2 Applicant is to place a check mark here if English language Translation is attached.

A Federal agency may not cenduct or sponsor, and a person is not required to respond to, nor shall a person be subject to a penalty for failure to comply with an
information collection subject to the requirements of the Paperwork Reduction Act of 1995, unless the information collection has a currently valid OMB Control
Number. The OMB Control Number for this information collection is 0651-0031. Public burden for this form is estimated to average 2 hours per response, including
the time for reviewing instructions, searching existing data sources, gathering and maintaining the data needed, and completing and reviewing the information

collection. Send comments regarding this burden estimate or any other aspect of this information

tion, including st

for reducing this burden to the

Chief Administrative Officer, United States Patent and Trademark Office, P.O. Box 1450, Alexandtia, VA 22313-1450 or email InformationCollection@uspto.gov. DO
NOT SEND FEES OR CONMPLETED FORMS TO THIS ADDRESS. If filing this completed form by mail, send to: Commissioner for Patents, P.O. Box 1450,

Alexandria, VA 22313-1450.

If you need assistance in completing the form, call 1-800-PT0O-9199 (1-800-786-9199 and select option 2.
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Privacy Act Statement

Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related to a patent application or patent. The United States
Patent and Trademark Office (USPTO) collects the information in this record under authority of 35
U.S.C. 2. The USPTO’s system of records is used to manage all applicant and owner information
including name, citizenship, residence, post office address, and other information with respect to
inventors and their legal representatives pertaining to the applicant's/owner’s activities in connection
with the invention for which a patent is sought or has been granted. The applicable Privacy Act
System of Records Notice for the information collected in this form is COMMERCE/PAT-TM-7 Patent
Application Files, available in the Federal Register at 78 FR 19243 (March 29, 2013). https:#/

www. govinfo.govicontent/pkg/FR-2013-03-29/pdff2013-07341 pdf

Routine uses of the information in this record may include disclosure to: 1) law enforcement, in the
event that the system of records indicates a violation or potential violation of law; 2) a Federal, state,
local, or international agency, in response to its request; 3) a contractor of the USPTO having need
for the information in order to perform a contract; 4) the Department of Justice for determination of
whether the Freedom of Information Act (FOIA) requires disclosure of the record; 5) a Member of
Congress submitting a request involving an individual to whom the record pertains, when the
individual has requested the Member's assistance with respect to the subject matter of the record; 6)
a court, magistrate, or administrative tribunal, in the course of presenting evidence, including
disclosures to opposing counsel in the course of settlement negotiations; 7) the Administrator,
General Services Administration (GSA), or their designee, during an inspection of records conducted
by GSA under authority of 44 U.S.C. 2904 and 2908, in accordance with the GSA regulations and any
other relevant {i.e., GSA or Commerce) directive, where such disclosure shall not be used to make
determinations about individuals; 8) another federal agency for purposes of National Security review
(35 U.S.C. 181) and for review pursuant to the Atomic Energy Act (42 U.S.C. 218(c)); 9) the Office of
Personnel Management (OPM) for personnel research purposes; and 9) the Office of Management
and Budget (OMB) for legislative coordination and clearance.

If you do not furnish the information requested on this form, the USPTO may not be able to process
and/or examine your submission, which may result in termination of proceedings, abandonment of the
application, andfor expiration of the patent.

Additional Uses

Additional USPTO uses of the information in this record may include disclosure to: 1) the International
Bureau of the World Intellectual Property Organization, if the record is related to an intermational
application filed under the Patent Cooperation Treaty; 2) the public i) after publication of the
application pursuant to 35 U.S.C. 122(b), ii) after issuance of a patent pursuant to 35 U.S.C. 151, iii) if
the record was filed in an application which became abandoned or in which the proceedings were
terminated and which application is referenced by either a published application, an application open
to public inspections, or an issued patent, or iv) without publication of the application or patent under
the specific circumstances provided for by 37 CFR 1.14(a)(1)(v)-(vii); andfor 3) the National Archives
and Records Administration, for inspection of records.
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